REMARKS 

Claims 1, 5-10, 21, and 25-30 are pending in this application. Claims 1, 6, 
9, 10, 21 , and 28-30 have been amended to define more clearly what Applicants regard as 
their invention. Claims 1 and 21 are in independent form. 

The Office Action mailed on February 9, 2005 objected to Claims 1,5-10, 
21, and 25-30 for reciting "interleaving means" instead of "interleaving unit" in Claim 1. 
Claim 1 has been amended accordingly. 

The Office Action also objected to Claims 1, 5-10, 21, and 25-30 for 
reciting "adapted to". The Office Action states: 



It has been held that the recitation that an element 
is "adapted to" perform a function is not a positive 
limitation but only requires the ability to so perform. 
It does not constitute a limitation in any patentable sense. 
In re Hutchison, 69 USPQ 138. 



Applicants respectfully traverse this objection and submit that the phrase 
"adapted to" in Claims 1, 5-7, 9, 10, 21, 25, 26, 29, and 30 is permissible for at least the 
following reasons. 

Firstly, In re Hutchison (a copy of which is attached) was decided in 1946, ^> 
before the Patent Act of 1952 was enacted. This case is not mentioned in the current 
edition of the MPEP (Original Eighth Edition August 2001, Latest Revision May 2004). 
The case held that the word "adapted" in an introductory clause of a claim does not 



CO 



o 

constitute a claim limitation. That is, claim limitations are set forth in the body of the 
claim, but not in the preamble. In fact, the court states "but if it were in that category, it is 
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anticipated by Moxon. . (See underlined portion of the attached copy of In re Hutchison) 
This is understood to mean that if the phrase with the word "adapted" was in the body of 
the claim, thus making it a claim limitation, then it would be anticipated by the Moxon 
reference. Therefore, Applicants submit that the case In re Hutchison does not hold that a 
phrase with the word "adapted" is improper in a claim, but merely holds that such a word 
in the preamble of a claim does not make the preamble a claim limitation. 

Secondly, a simple computerized search of the web site of the U.S. Patent 
and Trademark Office shows that since 1976 over 440,000 patents have issued with the 
word "adapted" in the preamble and/or in the body of the claims. 

Thirdly, the Federal Circuit has reviewed claims with the phrase "adapted 
to" in either the preamble or the body or both, and did not find anything objectionable with 
such a phrase. For example, see the attached copies of the cases Intermatic Inc. v. Lamson 
& Sessions Co., 61 USPQ2d 1075 (Fed. Cir. 2001), and Blumenthal v. Barber-Colman 
Holdings Corp., 38 USPQ2d 1031 (Fed. Cir. 1995). 

Accordingly, in view of the above, withdrawal of the objections to Claims 
1, 5-10, 21, and 25-30 is respectfully requested. 

The Office Action rejected Claims 1, 5-10, 21, and 25-30 under 35 U.S.C. 
§ 102(e) as being anticipated by U.S. Patent No. 6,029,264 (Kobayashi et al.); and 
separately, rejected Claims 1, 5-10, 21, and 25-30 as being anticipated by U.S. Patent No. 
6,182,264 (Ott); and, separately, rejected Claims 1, 5-10, 21, and 25-30 as being 
anticipated by EP 0 998 789 A (Park). The Office Action also rejected Claims 1, 5-10, 21, 
and 25-30 under 35 U.S.C. § 102(b) as being anticipated by U.S. Patent No. 5,729,560 
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(Hagenauer et al.). The Office Action also rejected Claims 1 5 5-10, 21, and 25-30 under 35 
U.S.C. § 103(a) as being obvious from Ott in view of Kobayashi et al. 

Claim 1 is directed to an encoding apparatus, including a first coding unit, 
an interleaving unit, and a second encoding unit. The first encoding unit encodes inputted 
data, and the interleaving unit interleaves the inputted data. The second encoding unit 
encodes an output of the interleaving unit. The encoding apparatus executes (1) a first 
encoding algorithm using the first encoding unit, and (2) a second encoding algorithm 
using the first encoding unit, the interleaving unit and the second encoding unit. The 
encoding apparatus shares the first encoding unit when the encoding apparatus executes the 
first and second encoding algorithms in parallel. 

Notably, in the encoding apparatus of Claim 1, (1) a first encoding 
algorithm is executed using a first encoding unit and (2) a second encoding algorithm is 
executed using the first encoding unit, a second encoding unit, and an interleaving unit, the 
encoding apparatus being arranged so as to share the first encoding unit when the first and 
second encoding algorithms are executed in parallel (see, e.g., Fig.5) 1 . 

Kobayashi et al, as understood by Applicants, relates to error correcting a 
received data stream in a concatenated system. Fig. 12c is a block diagram of a 
concatenated system employing an expanded decoder for the three encoder systems of Fig. 
11a. 

Ott, as understood by Applicants, relates to smart dynamic selection of error 



- (It is to be understood, of course, that the scope of Claim 1 is not limited to the details of 
this embodiment.) 
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correction methods for DECT-based (Digital Enhanced Cordless Telephony) data services. 
Fig. 1 shows a communication system in accordance with Ott. 

Hagenauer et al., as understood by Applicants, relates to protected 
transmission of data on the basis of multi-component coding. A non-uniform error 
protection is achieved by selection of important bits or bit sequences from an information 
sequence (I). The bit sequences are supplied to further component coders (COD1 through 
COD3). Fig. 1 shows a coder means CODE for generating a "turbo-code". 

Park, as understood by applicants, relates to channel encoding/decoding to 
transmit and receive voice and data. Data with a low data rate or a short data frame is 
convolutionally encoded and data with a high data rate or a long data frame is turbo- 
encoded, thereby increasing encoding performance. Fig. 1 is a block diagram of an 
adaptive channel encoding device for common use in a base station and a terminal 
according to Park. 

Nothing in Kobayashi et al., Ott, Hagenauer et al., or Park would teach or 
suggest an encoding apparatus in which (1) a first encoding algorithm is executed using a 
first encoding unit and (2) a second encoding algorithm is executed using the first encoding 
unit, a second encoding unit, and an interleaving unit, the encoding apparatus being 
arranged so as to share the first encoding unit when the first and second encoding 
algorithms are executed in parallel, as recited in Claim 1. Nor would any permissible 
combination (if any) of Ott and Kobayashi et al. teach or suggest these features. 

Each of Kobayashi et al., Ott, Hagenauer et al., and Park merely 
discusses operating a plurality of encoding circuits and selecting one of the outputs of the 
plurality of encoding circuits (see, e.g., Fig.l2c of Kobayashi et al., Fig.l of Ott, Fig.l of 
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Park, and Fig.l of Hagenauer et al.). However, nothing in Kobayashi et al., Ott, Hagenauer 
et al., Park, or any permissible combination (if any) of Ott and Kobayashi et al., would 
teach or suggest sharing a predetermined encoding circuit, of the plurality of encoding 
circuits, when different encoding algorithms are executed in parallel by the plurality of 
encoding circuits. 

That is, nothing in Kobayashi et al., Ott, Hagenauer et al., Park, or any 
permissible combination (if any) of Ott and Kobayashi et al., would teach or suggest an 
encoding apparatus including first and second encoding units and an interleaving unit such 
that (1) a first encoding algorithm is executed using the first encoding unit and (2) a second 
encoding algorithm is executed using the first and second encoding units and an 
interleaving unit, the encoding apparatus being arranged so as to share the first encoding 
unit when the first and second encoding algorithms are executed in parallel, as recited in 
Claim 1. 

Accordingly, Claim 1 is believed to be clearly allowable over Kobayashi et 
al., Ott, Hagenauer et al., and Park, or any permissible combination (if any) of Ott and 
Kobayashi et al. 

Claim 21 is directed to a decoding apparatus including first and secojnd 
decoding units and first and second interleaving units. The first decoding unit decodes 
inputted data, and the first interleaving unit interleaves an output of the first decoding unit. 
The second decoding unit decodes an output of the first interleaving unit, and the second 
interleaving unit interleaves an output of the second decoding unit. The decoding 
apparatus executes (1) a first decoding algorithm using the first decoding unit, and (2) a 
second decoding algorithm using the first and second decoding units and the first and 
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second interleaving units. The decoding apparatus shares the first decoding unit when the 
decoding apparatus executes the first and second decoding algorithms in parallel. 

Notably, the decoding apparatus of Claim 21 is arranged to share a first 
decoding unit when first and second decoding algorithms are executed in parallel. 

For reasons similar to those discussed above in connection with Claim 1, 
nothing in Kobayashi et al., Ott, Hagenauer et al., Park, or any permissible combination (if 
any) of Ott and Kobayashi et al., would teach or suggest an a decoding apparatus which 
shares a first decoding unit when first and second decoding algorithms are executed in 
parallel, as recited in Claim 21 . 

Accordingly, Claim 21 is believed to be clearly allowable over Kobayashi et 
al., Ott, Hagenauer et aL, and Park, or any permissible combination (if any) of Ott and 
Kobayashi et al. 

The other claims in this application depend from Claims 1 or 21 discussed 
above, and, therefore, are submitted to be patentable for at least the same reasons. Since 
each dependent claim is also deemed to define an additional aspect of the invention, 
individual reconsideration of the patentability of each claim on its own merits is 
respectfully requested. 
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In view of the foregoing amendments and remarks, Applicants respectfully 
request favorable reconsideration and the allowance of the present application. 

Applicants' undersigned attorney may be reached in our New York Office 
by telephone at (212) 218-2100. All correspondence should continue to be directed to our 
address listed below. 




Respectfully submitted, 



Attorney for Applicants 
Registration No.: 38,667 



FITZPATRICK, CELLA, HARPER & SCINTO 
30 Rockefeller Plaza 
New York, New York 10112-3801 
Facsimile: (212)218-2200 



NY_MAIN 511674v1 
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patents provides mechanism which op- 
erates in synchronism with cutting roll- 
ers, feeding rollers, and folding rollers. 
It is true that the prior art mechanisms 
differ in some minor respects from that 
defined by the appealed claims. How- 
ever, the tribunals of the Patent Office 
[1] concurred in holding that such dif- 
ferences as existed involved mere me- 
chanical equivalents, which accomplished 
substantially the same thing in sub- 
stantially the same way, and that, there- 
fore, the mechanism defined by the ap- 
pealed claims was not patentable over 
the disclosures in the reference patents. 
See Dow Chemical Co. v. Halliburton Oil 
Well Cementing Co., 324 U. S. 320, 330 
[64 USPQ 412, 416]. 

It will be recalled that the patent to 
Campbell (No. 1,878,437) discloses a 
tucker blade having napkin engaging 
fingers. Although such fingers may differ 
from the fingers in appellants' structure, 
that distinction is not set forth in the 
appealed claims. Furthermore, there is 
no evidence of record to indicate that 
there would be any invention in provid- 
ing the folder blades in the Campbell 
patent No. 1,666,086 with napkin engag- 
ing fingers. 

We have carefully considered the argu- 
ments presented here by counsel for ap- 
pellants, but are unable to hold that the 
tribunals of the Patent Office erred in 
rejecting the appealed claims. 

For the reasons stated, the decision 
of the Board of Appeals is affirmed. 



33 C.C.RA. (Patents) 879 

Court of Customs and Patent Appeals 
In re Hutchison 
Appl. No. 5123 Decided Mar. 6, 1946 

PATENTS 

1. Pleading and practice in Patent Office 
Case under dual prosecution practice 

has statements of two examiners al- 
though references cited by both were 
same and all appealed claims might have 
. been considered in same division. 

2. Appeals to Court of Customs and Pat- 

ent Appeals — Issues to be deter- 
mined — Ex parte patent cases 
Court is not concerned with allowed 
claims in instant division or its parent 
patent; rejected claims are not compared 



with allowed claims in division or with 
patent claims. 

3. Construction of specification and 

claims — Broad or narrow 

Functional statements therein do not 
limit article claims. 

4. Construction of specification and 

claims — Introductory phrase 

Statement in introductory clause that 
article is "adapted" for specific use is not 
limitation in patentable sense. 

Particular patents — Templates 
Hutchison, Fabrication of Templates or 

the Like, claims 42, 43, 54, 56, 57, and 

58 of application refused. 



Appeal from Board of Appeals of the 
Patent Office. 

Application for patent of Miller Reese 
Hutchison, Serial No. 416334, filed Oct. 
24, 1941 ; Patent Office Divisions 7 and 55. 
From decision rejecting claims 42, 43, 54, 
56, 57, and 58, applicant appeals. Af- 
firmed. 

Morrison, Kennedy & Campbell, New 
York, N. Y. (Luther E. Morrison, 
New York, N. Y., and Edmund H. 
Parry, Jr., Washington, D. C, of 
counsel) for appellant. 

W. W. Cochran (E. L. Reynolds of 
counsel) for the -Commissioner of Pat- 
ents. 

Garrett, Presiding Judge. 

This is an appeal from the decision of 
the Board of Appeals of the United 
States Patent Office affirming decisions 
of primary examiners rejecting certain 
product claims of appellant's application, 
serial No. 416,334, filed October 24, 1941, 
relating, as recited in the specification, 
"to a process for immunizing hygro- 
scopic sheet materials against dimen- 
sional variations and to the product 
thereof." 

As hereinafter more fully explained, 
the claims here involved are directed to 
the particular kind of laminated material 
from which templates— that is, gauges 
or patterns for use as guides in forming 
the desired finished article — may be 
made. 

The claimed invention was described 
in the decision of the board as follows: 
It is disclosed that applicant pro- 
poses to immunize hygroscopic sheet 
material, such as ordinary drawing 
paper and the like, against dimen- 
sional variations resulting from 
changes in atmospheric moisture by 
adhering them to backing elements 
which themselves are immune to such 
changes, for example, metal or glass. 
It is disclosed that a water-proof ther- 
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i*cdic is used as an adhesive to 
tf bond between the sheet ma- 
? a xl and the backing element. Claim 
for example, calls for an article 
r manufacture as a laminated unit 
comprising a backing element sur- 
faced with paper having an exposed 
Inter surface to receive the design and 
^nmnosed of metal stock of requisite 
thickness and rigidity to become the 
finished template and capable of being 
machined, the surfacing paper bonded 
n the metal backing element by 
water-proof heat-set and heat-rep st- 
ance adhesive. 

We also quote the following frj n the 
brief of the Solicitor for the Patent 
Office: . ..* 

This material comprises, a sheet ot 
metaf to which a shee^' of drawing 
naoer or a layer of 1 photographic 
emulsion is secured by means of a 
heat - settable water - proof adhesive. 
Since it is intended that this composite 
sheet shall be machined to form a 
template, the adnesive selected must, 
of course, be one which will not soften 
at the temperature produced by ma- 
chining. The fact that the paper is 
uniformly secured to the metal pre- 
vents distortion or change in size of 
the paper due to changes in moisture 
content, and thus preserves the di- 
mensions of figures on the drawing 
paper c photographic layer. 
Five process and nine product claims 
stand allowed. 

Ther" are six claims (all for the prod- 
uct) on appeal. They are numbered, re- 
spectively, 42, 43, 54, 56, 57, and 58. 

[1] It appears that because of cer- 
tain differences in the claims involved m 
the application procedure was had in the 
Pate it Office under what is described m 
th<> statement of one of the examiners 
a* ^ the < "Dual Prosecution Practice," 
flaitn 58'-. (as were the allowed claims) 
)eing passed upon by an examiner in 
Division 7, which division had general 
jurisdiction of the application, while the 
other claims were passed upon by an 
examiner in Division 55. We understand 
from statements made during the^ oral 
arguments before us that the "Dual 
Prosecution Practice" was instituted 
comparatively recently. This is the 
first case of that character to come be- 
fore us. The practice itself is imma- 
terial to any issue here presented. The 
board, of course, had before it state- 
ments of two examiners, but each was 
confined to the particular claims before 
the different divisions. The references 
cited by both examiners were the same, 
tnd we may say that whatever may 
have been the situation with respect to 
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the allowed claims, so far as we can dis- 
cern, appealed claim 58 might very well 
have been considered in the same division 
where the other appealed claims were 
passed upon. 

The application as filed recited that it 
was a division of a co-pending applica- 
tion, 402,128, filed July 12, 1941, and, by 
ar amendment entered July 16, 1943, it 
1 ''as stated that the parent application 
'matured into patent No. 2,3*11,547, dated 
February 16, 1943." Appellant's brief 
refers to the patent a number of times, 
but no copy of it was included in the 
record certified to us and we find no 
reference to it, or to the parent applir 
cation, in any of the decisions of the 
tribunals of the Patent Office, nor in the 
reasons of appeal. The brief of the 
Solicitor for the Patent Office states that 
it "apparently involves a method of 
making templates from laminated ma- 
terial, while the claims here involved are 
directed to the laminated material from 
which the templates are made," It seems 
to be the position of appellant that the 
here involved claims should be allowed 
"to supplement the protection afforded" 
by the issued patent. 

It may be said that in the brief for 
appellant it is stated, in substance, that 
the laminated material for which patent 
is sought, "While capable of more gen- 
eral application," is particularly de- 
signed for the manufacture of templates 
used in the mass production of airplane 
parts, * and the brief describes in con- 
siderable detail the matter of riveting 
the fuselage and wings of aluminum 
alloy sheets to each other and to the 
frame. It is said "The rivets must 
freely pass through holes in the sheets, 
which attach to other sheets and to the 
frame, requiring that the holes be 
drilled with great care and accuracy." 
This, of course, is a general statement 
of a specific necessity in the manufacture 
of modern airplanes, and appellant as- 
serts that the laminated material de- 
scribed in his specification when used in 
templates renders them immune from 
fluctuation or variation in dimension 
(which sometimes must be accurate to 
"a thousandth of an inch") by reason 
of temperatures, atmospheric moisture 
and other conditions which affect metal 
and paper. 

Neither the specification nor the claims 
of the application mention airplanes. 
Much of the specification defines method 
but the product is also defined. 

As has been stated, appellant has been 
allowed in this divisional application five 
process claims and nine product claims. 
Apparently (we accept the statements 
in the briefs before us) he was also al- 
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lowed method claims in the patent based 
upon the parent application 

P21 We are not concerned, ol course, 
with the allowed claims in either^ the 
patent or in this application. The sole 
question for our determination is whether 
the six article claims on appeal were 
properly rejected below, and this we pass 
upon without further reference to, and 
without comparing them with the clangs 
of the patent or the claims which stan,, 
allowed in this application. 

The board quoted claim 42 (prosecuted 
in Division 55) as "an example of all 
the claims. It paraphrased claim 58 
(prosecuted in Division 7) but did not 

quote the text. . . 

We here quote both (and in quoting 
them follow the italicization used by ap- 
uellant in his brief to indicate the limi- 
tations which he insists fender the claims 
patentable) : 

42 As an article of manufacture, 
adapted for use in the j 'abricatiori of 
a metal template or the hke suitable 
for metal-working operations, & lam- 
inated unit comprising a backing ele- 
ment surfaced with paper having an 
exposed outer surface to receive the 
template design, said backing element 
being composed of metal stock possess- 
ing the requisite thickness and rigidity 
to become the finished template and 
capable of being machined under heat 
generating conditions in accordance 
with the template design, and said 
surfacing paper being bonded to the 
metal' backing element by a water- - 
proof heat-set and heat-resistant ad- 
hesive which renders the paper 
immune frpm plane dimensional varia- 
tions resulting from changes m atmos- 
phereic moisture, and said adhesive 
being set under temperature and time 
conditions which produce a bond be- 
tween the surfacing paper and the 
metal backing element that is unaf- 
fected by the heat generated during 
said template machining operations, 
the heat-resistant temperature of the 
heat-set adhesive being well above 
012° F 

~ 58. As an article of manufacture, 
adapted to be adhered to a metal back- 
ing element for use in the fabrication 
of a template or the like suitable for 
metal-working operations, which metal 
backing element possesses the requisite 
thickness and rigidity to become the 
finished template and which is capable 
of being machined under heat generat- 
ing conditions in accordance with the 
template design produced thereon after 
the adherence of the article, a flexible 
sheet material having one surface 
coated with an unexposed light-sensi- 
tive photographic emulsion for the 



printing of the template design and 
the opposite surface coated with a 
water-proof heat-setting and heat- 
resistant adhesive which, once set, 
renders the material immune from 
plane dimensional variations resulting 
from changes in atmospheric moisture, 
the temperature and time conditions 
required for the setting of the adhesive 
being such that, when the sheet ma- 
terial is bonded to the metal backing 
element, said bond will be unaffected 
either by the solutions used in the 
processing of the photographic emuU 
V n after the printing exposure or by 
ta heat generated during said tem- 
plar machining operations, the heat- 
resis^.nt temperature of the heat-set 
adhesi/e being well above 212° F. 

In the introductory clause of claim 43 
it is stated ! hat the article is adapted 
for use in a photographic process (a fea- 
ture present in other of the claims) and 
the claim also states that the thickness 
of the metal is "many times the thick- 
ness of the drawing, paper." Claim 54 
is drawn to a coated paper layer "adapted 
to be adhered to a metal backing." 
Claim 56 describes the . metal as steel 
stock having a thickness of one . six- 
teenth of an inch. No thickness is men- 
tioned in the specification and the one 
sixteenth of an inch definition seems to 
have been inserted by amendment dur- 
ing the prosecution of the application. 
Claim 57 calls for photographic paper 
instead of drawing paper. 

The examiner in Division 7 (which had 
general jurisdiction of the application) 
in rejecting claim 58 cited the following 
patents as references: 

Linderman 2,000,528 May 7, 1935 
Rojas 2,318,184 May 4, 1943 
Moxon (Br.) 197,051 May 10, 1923 
He applied a double rejection.; that is 
"on Linderman alone and also on R< -s 
or Moxon in view of Linderman." 

The examiner in Division 55, in reject- 
ing the other claims cited the same ref- 
erences. 

He first discussed claim 42 and held 
it to be anticipated in the "Rojas, Moxon 
and Linderman" patents, and, m sub- 
stance, held the same with respect to 
claims 43, 54, 56, and 57. 

The board followed generally the de- 
cisions of the respective examiners, but 
specifically mentioned (although it did 
not overrule the others) only Linderman 
in affirming the examiner's rejection of 
claim 58. 

In the brief for appellant the several 
claims are quoted, the limitations which, 
his counsel regards as lending patenta- 
bility to them being italicized, as . in 
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laims 42 and 58 quoted, supra, and each 
limitation is discussed, in connection 
with the teachings of the cited prior art. 
w e have studied these with much care 
but we do not deem it necessary to set 
forth all the refinements embraced in 
appellant's arguments. The claims are 
similar to each other and obviously they 

[3] stand or fall together. Each of 
them contains functional statements 
which may not be regarded as limiting 
the claims, they being article claims. ~ 

[4] Taking first claim 42 for analysis 
and comparing it principally with the 
Moxon patent, the first phraseology itali- 
cized by appellant is the introductory 
clause to the effect that the laminated 
article is "adapted" for use in making 
a template or the like. This does not 
constitute a limitation in any patentable 
sense, but if it w ere in that category, it , 
; g anticipat ed hv Moxon who teaches that I 
his laminated sheet (made up of layers j 
of paper and metal, united by an adhes-, 
ive) may be used in making a template/ 

The second clause italicized is that re 
lating to the composition of the backir 
element— metal stock — referring to its 
characteristics of thickness and rigidity. 
The Moxon patent discloses the use of 
a "thin" metal sheet which "may consist 
of an alloy of zinc and aluminium" to 
which "the [drawing] paper may be af- 
fixed in close contact with the sheet by 
means of an appropriate adhesive such 
as a waterproof gun * * 

The third and fourth italicized clauses 
relate to the adhesive by which the 
paper is bonded to the metal backing, the 
manner of its setting, etc., to prevent 
variations resulting from changes in at- 
mospheric moisture and from heat gen- 
erated during the template machining 
operations. No particular adhesive ma- 
terial is named. 

It seems obvious to us that all features 
of claim 42 are anticipated by the Moxon 
patent. Heat-set adhesives are ad- 
mittedly old and the selection of one 
suitable for use in appellant's article 
would not involve invention. Machining 
necessarily generates heat and this 
would be present in Moxon. 

The concluding part of the claim (a 
part common to all the appealed claims) 
refers to the heat resistant temperature 
of the heat-set adhesive as "being well 
above 212° F." This is not mentioned 
in the specification and we find nothing 
to indicate that it is a critical element. 

The limitations which appellant em- 
phasizes in claims 43, 54, 56, and 57, 
while couched in somewhat different 
phraseology, do not seem to differ in any 
patentable sense from those in claim 42. 



The feature of photographic paper is 
definitely shown by Linderman, who also 
shows that the adhesive must be of a 
character resistant to the solutions used 
in the treatment. 

So far as the feature of "steel stock" 
mentioned in claim 56 is concerned, it 
may be said that the specification does 
not define any particular metal, and the 
kind used would appear to be a matter 
of choice, and the "thickness" feature 
described in the claim is not shown to 
be critical. 

With respect to claim 58, quoted supra, 
lit will be observed that, in the final 
/analysis, it is specific only to photo- 
f graphic paper coated with adhesive, the 
metal plate (as is stated in the brief of 
the Solicitor for the Patent Office) being 
"mentioned inferentially" and not posi- 
tively included as an element. 

We agree with the tribunals of the 
Patent Office that claim 58 fails to define 
invention over Linderman, particularly 
in view of the teachings of the other 
references. 

Appellant has not convinced us that 
there was error in the rejection of the 
several appealed claims, and the decision 
of the board is affirmed. 



33 C.C.P.A. (Patents) 899 

Court of Customs and Patent Appeals 

In re Greenbaum 
Appl. No. 5124 Decided Mar. 6, 1946 

PATENTS 

1. Patentability — Anticipation — In gen- 
eral 

It is incorrect statement of law that 
prior publications and patents to antici- 
pate invention must disclose invention in 
such full, clear, concise, and exact terms 
as to enable any one skilled in art to 
construct invention; claims are refused 
since references are sufficiently clear in 
disclosures to show non-invention. 

Particular patents — Ointment 
Greenbaum, Antiseptic Ointment, 
claims 3, 4, 6, and 7 of application re- 
fused. 



Appeal from Board of Appeals of the 
Patent Office. 

Application for patent of Frederick R. 
Greenbaum, Serial No. 452685; Patent 
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Imission: And these advertise- 
t othing, one-way ; or the , other, 

to apply tension to Ethieon s su- 
onable juror would take those ad- 

arid'rsomehow- convert their si- 
n admission that contradicts the 
actions that Ethieon' itself drafted. 

JVC 

I find inapplicable our rule that an 
ice wilU infringe the claimed in- 
ong as that device contains all the 

clamedntf the ^ ™r 
;ly' adds more steps or features. As 
he '557 patent emphasizes; the im- 

having resilient legs; sihee^that re- 
lables 1 the claimed invention to 

Within the bone as soon' as the an- 

■ fthe^ ^icancellous layer; But as 
^bws/ to^used device does 
egs- marautdnHaucaliy kick-out or 
mereby ldd^ ^%nchor' within the 
ather-than merely -adding a w or 
^invention claimed : by the 557- 
^ accused device simply does not 
at : ^p of'feature^iail^ do £s 
ir&i// the •elements' claimed by me 

1257] (Fed. Gir. 1998) (infringement 
|y if allMimitations of ; the claim ap- 
t eHiteraiy * bfeq^ 
Product f 6r process).- / ""* rf " .', , 
iaidrityrhowever, brushes aside any 

,v -the parties. Merely disputing a ma- 
* or even poinung-to Ethieon s ad- 
< Materials/ should i'npt ^feat. sum- 
idgment Whetf^oV reasonable juror 
.xamine that evidence and rfind m 

fa v6r Because^ , 

i;we ; have'iha^ve^ j 

se d the bar for summary ju#nen^m | 

alleging patent infn^ j1 

: ^\ : ;.;^\-;.,.y.- 1; • ; ■:::'■>;{ , 

dSma^^ : 
jn^riem^ 1 
^teh^ 

i older? tS^^el^^ancl^ 

'r^^the^^^ 

ne^Butnowhefe^ 

y recite this stepKmeMrig^the pa^gf 

iLateW^ 

■ lawfully ; use -that^tep in its^ accuseuj 



III' 



The use of the term "comprising!* shpuld- 
not change this reading of the patent; Our pre- 
cedents have, cautioned that while "comprise 
ing" is an open-ended term, it is not a tool for 
recapturing.what the applicant lhad otherwise 
surrendered; In this case, as noted;; S&N did 
justuhat, dedicating to the public the 1 stqrof 
applying tension to the anchor member's su- 
ture. Nor should, we fallow a: "weasel, word" 
like ^'comprising" to nullify the public- 
dedication rule^ well 'settled in ouriprec^dent ■ 
-Fui&cr^thc- limitation 7 "lodged^ or ^lodg- 
ing'^ ' used in' trie various claims excludes 
m ^ ;t diWldsed-but^ tensioning step. 

The specification repeatedly refers to the "re- 
silient" nature of the claimed anchor's legs 
and the claims themselves indicate that these 
legs^will "resile" or expand automatically 
simjSy because of their resiliency, let no ad- 
diaonal !L te'nsibning step is needed after all. 
TT^stimor^ H ^ l l u 1 rsr 
himself bonfirms ^ a surgeon- or 

offier*^ 

nS^nefea to kpply tension to the suture in or- 
de^#makc th^ intpjthe 

bone/j.:. • :•. . , \. ■„.!.•«. ^,- r 

"Jlast^&N; has failed toVidentify any;^yi : 
de^that would kad 3 ^reasonable^urpj- to 
conclude that Ethicon^s accused method simi- 
iffly ; Cor literally^ requires that, its accused ^ 
^cndrSso; automate^ 
: e rSnYtoeJ^^^ 

• produced the instructions jt. included with ev : , 
er^pickage/of anchors- and these instructions 
difected> surgeonsj to tapply tension to the an-^ 
^c^ sutiire-In: addition, Ethieon produced 
e^^:testing^ results,showing that a surgeon 
Bn^e&td apply this tension in orderto set the 
l ^^ ppefofe^ attaching thet tissue; otherwise, 
|3§||p^^ shows'^ unsuccessful 

^ge^s^uld-result and^patients would hot 

^^tpviien^ that S&^I did 6rTer;in re-: 
^^Ky ? #vertiserhents drafted by .a uihd 

^^Serehtj pS^p^ , Eu$con feelf ditf 
^^p^lr^se ^yerii^ 
^SS Pver^emeriti ^cveh"' 1 contradict^ what 
^ ^^ mls instructions and expert testing re- 
established beyond genuine dispute. 

Mrgp^ctiFuily dissent. 



^ ' U^^€ourt oif Appeals * 
: ; Federal Circuit 
; NpsVQotu #fu6;Ql^l(m J 
; Decided December 17, 2001 . ^ «. 

PATENTS 

[if Infringement^ Contraction of claims 
(§120.03) 

Infringement — Literal, infringement 
(§ 120.05) . ,. " : ' 

Federal district court did not ernin granting 
summary judgment that defendant's C ribbed 
electrical outlet covers do hot literally, infringe 
patent in ' suicsince elairns at issue require use 
of; 'insert" adapted to fit^within "ajjSehuirtf in 
base plate of device;- since si^cificatioh rhakes 
clear ; that ^insert" is^ pl^likc^stfuc^-tot 
fills- void between "apei^ out * 
let^being- ptotecW andV since ^ { firming that 
ribbed portion of insert-bh accused: device, 
arid- only that pbrtidn^omp ■ *f n ^ 

sert" would r completely^ distort in 
which /that ^ ; structiire' is Refined m. patent. r 

[2] Ihfriri^ment ^^efen^^- VrostiV 
tion history estoppel (§120.1105) * 

Prosecution .history estoppel bars infringe- 
ment plaintiff rfroml asserting, that ^defendant's 
electrical outlet covers satisfy, under doctnne 
of equivalents,. f limitatipn T in s claim .'jat^issue 
whYcKi^uire^usCpOf, "insert" ao^pted.to .fit, 
within "a^rture:; , ;in ; base r plate of claimed; 
outlet coVer" since; this Yinsert within tiie ar> 
erture ,r lirnitkion;was added 40, ? avoid ,pnor 
ar^ and.since plainu^tf 
, any range of ^ equivalents ^ for that limitation. 

[31 Infringement — Doctrine of equiva- 
vv. lehts ^In^ralX§ 120;0701) S 

Infri^em^^^^ 

'_. Equtv;atence:har^ from : ,amendmen^ 
made- during ;reexajrunatipn iK wluch 
scope of ciaim for ^reason related to patentabil Ti 
ity extends^to ^l f ciairrkrin which that hrmta:, 
don -appears i ; eyenCthpugh uresujting ,estoppe!f 
may ^retroactively y extend -to ,r. original,/ un r 
amended claims,: since holding pmervvise 
would subject single, ^Hinl.^Qn^ t tpj,multoplc, 
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ranges of- equivalence depending upon 
whether or not that limitation was amended in 
any particular claim, and since arguments 
made during reexamination are retroactively 
applied to limit scope of claim as of patent's 
issue date,- , and for purposes of prosecution 
history estoppel, there is no reason to treat 
amendments made during "reexamination dif- 
ferently. 

[4] Patentability /Validity — Obviousness 
— In general (§ 115.0901) 



JUDICIAL 
PROCEDURE 

Procedure r — 
... (§410;30) < 



PRACTICE 



AND 



New trial; JMOL 



Ptocedure — Jury trials (§<41&42) 
Federal district court: did not err in granting 
judgment as matter of law that none , ; of dis- 
puted patent claims are invalid for obvious^ 
ness, even though , jury found dependent 
claims,,.but not independent claims, to be/inr 
valid, since jury's interrogatory answers over- 
whelmingly. r indicate . that r prior art ; does not;, 
disclose subject matter ; of particular limitation 
set forth injndepehdent claims, since depen- 
dent claims each contain that same limitation, 
and since dependent claims therefore cannot 
be invalid over cited prior art; v -:~ 

Particular patents ^ Electrical — Outlet 
* covers ■ V -:L.. ; i ' '\j • 

: 5,280, 135, Berlin -and u kbsehskiV butdbor 
electrical outlet cover; judg^ 
9; and 11 are hot invalid affirmed; judgment bf 
infringement reversied as to certain' accused* 
products; : summary 4 judgment of riori- 
innihgemehf affirmed.'" %v 



/ 



AppeaJifr6Mthe*t^ the 
Northern District of Illinois, Reirihard, J. 
" Action by* I ntermatic ; Incragaihst The Lam- 
son ^SesMons'Co. .fbr 'p^ 
Etefehdant/apr^aJs from >deriiaKftf /its Com- 
bined liiotibh for hew .trial and judgment as 
matter of law following ju^ verdict iri .favbr 
of plaintiff, and* from judgment ; as matter of 
law that certain 1 blaimsbf 4 patent in suit- are not 
invalid; and plaintiff ^cross-ap^als ;frbm ex- 
clusion of evidence at trial, : and from sum^ 
mary judgment 5 that certain of defendant's 



products do hot infringe. Affirmed in" part arid 
reversed in part; Newman, J., concurring in 
the judgment and dissenting in part in separate 
opinion. ^ • • - , ^ ; ~ 

Timothy Q;;Delaney, John K: Lucas; Ha- 
rold V: Johnson, and Mark H.; Remus, of ; 
Brinks, Hofer.-Gilson & Lione, Chicago, Mil., 
for Intermatic Inc; - :X 

Kenneth R. Adamo, Timothy J; O'Hearn, 
Calvin P. Griffith^ and Thomas R. Goots, of, 
Jones; Day, Reavis & Ppgue, aevelan& Ohioi - 
Gregory A. Castam D.. Rosen- 
berg, and Michael Sf Fried, of Jonesi Day, 
Reayis & Pogue, Washington, D.C; for 
soh & Sessions Co. '* 1 ' *.. , Vi J f " 

Before Newman, I^urie, ! ,and Rader, circuit 
judges.. / t V " 

Lburie, J. t : ? 

The Lamson & Sessions Co.^ appeals .from 
the decision of the Clnited ^States , District 
Court for the Northerji District ^of Illinois: (1) 
denying its. combined motion for j udgment as 
a 'matter of law and/ for a hew, trial following 
a jury verdict in favofof Interrhatic Incorpo- 
rated that determined that certain karrisori out- 
door electrical outlet covers infringed Iriter- 
matic's U.S. Patent 5,280,135; and (2) grant- 
ing -Iritermatic's ' motion - for" judgment as a 
matter ^bf taw that claims 6; 9] and H are not 
invalid for obviousness. r Intermatic Inc. v. 
Lamsoh & Sessions^ Co., No 94^C-50295 
(N DJIll. Oct. 20, 1999) X" Intermatic /"). In- 
termatic cross^appeals the district court's ex- 
clusion of certain evidence it profFered<in>sur>-- 
port of nature damages iand: thercourt's denial 
of enhanced damages and attorney fees. Inter- 
matic also appeals from a separate decision of 
the district- court- in & second ; infringement 
Iawsuit.it filed against Lamson,. which granted 
sunmiaryjjudgment:ofinoninfringem^ the? 
M35 patent with respect to a separate line of 
Lamson outlet covers. Intermatic Inc. v. Lam-- 
son & Sessions. Co., No. 99-C-50410, 2000 
WU 02767 (N.D. 111. Sept. ^ 8, ,2(S)0)| ("Inter-, 
maiic ir). For the reasons set forth below, .we 
affirm-in-part and reyeirseVin-paft the decision 
of the district court in Irtermatic /, ^arid affihn 
in all respects its decision \n Intermatic H. : V 

'■' ^;^ckgrqunj> : ";..\ ; -! 

Intermatic's '135 patent is directed to a 
weatherproof electrical 4 outlet cover. Typical 
weatherproof outlet covers provide outdoor 
electrical outlets with ample protection from 
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-the elements" when the outlet has a cord 
from an electrical appliance plugged into one 
of its receptacles. '135 patent, col. 1, H ; 20-25. 
However, these covers are; tailor-made to fit 
only a specific type of electrical outlet (e 5., 
single-gang-vertical; single-gang-honzo^al, * 
double-gang). Id. at 11. 41-51. The ouUet cover; ^ 
claimed in the 135 patent" simil^prpvides^f 
electrical outlets with protection from the 
weather, but at the same,tirne^apabtep| 
commodating various types i^^nc^u]- - 
lets i^ui|tlKU^ 

ertSre^re^^ andvacpro^tive; 

houlm^/^i^^I 3 ^ : > 

? The* f 135 pateng contains, nineteen claims, 
a|l ait^ulflairns 2 ^ |W%e;at issue in this 
ap^S^i^etthree 1 independent claims imph- 
catecl' in^this ap^iftwo limitations contained 
thereiiv^ claim I reads 

■ asnfollows:^: v : ' ■ ' "'- ; ■?/-._ 

1 An outdoor weatherproof protective elect 
trical outlet cover adapted to be attached in 
weatherproof connection to an electrical 
outlet comprising: 

(a) a base plate adapted to be attached in 
weatherproof connection with the 
^electrical outlet; the base plate having 
an aperture of sufficient size to ac- 
commodate the electrical outlet poli- 
te-- ss; itibned in tifirit orieMti6n;'and a;sec r ' 

- oM^orieh^aiibn^^ 
: : - ^eiecmc^ be acj* 

r: ; ' : ? \cprruii6 ; ; 

; in-a -first ^rientatipn^t^ 
J£ \^of ^ffi^P^^tp accommpdate,one^ 
^^r^le^cal%outiet ; pri < M 

- C^a^ 

*fakpa^^r^^ 

#^001^11:^59 ^emW^isa^ed):'^; 
c'lamu^ impendent claihif l^;a)^ Quires 
the^outlet cover to nave ^ari ^Jiriseft^P^d;^ 



be accommodated within the aperture of the 
base plate" (hereinafter,, the "insert within the 
aperture" limitation) and J a base plate - haying 
ah aperture capable of accommodating an 
electrical outlet positioned in "a firstjonenta- 
tion arii a second orientation" (hereinafter the 
^rnulupiet orientation^ 
$ Jir 7 3 1-50 Glaim 14, the v third independent 
claim at issued appeal^ was altered/frpn>;its 
Original form as^the result of anamination 
proceeding ] initiated by >Lamson during the 
pendency: of the present lawsuit Claim. 14, 
wim'me : ^ and deletions resulting from 
me reexarmhation proceeding indicated bf \w 
.derlming and brackets/ fes^ 
follows: 



14. A weather resistant outlet cover for a 
[5/c] electrical service device mounted in an 
electrical box comprising: ; / v ' 

••• • a base adapted to be mounted in a mois- 
hire resistant connection around the 
- electrical box, said base ' having an ap- 
erture therein; 
a housing pivotally connected to the base 
along an upper portion thereof and 
adapted to provide a moisture resistant 
enclosure in front of the electrical de- 
vice; and 

an insert adapted to be [mounted] accom- 
' = ^modmediwUh^ic\jhe^perture m the < 
/ ."'i ~ b^ase^Wd^further; jn^hich-the insert 
" t , '.includes at least /an aperture therein 
conforming in s)ze and: shape :fo the^ 

. electrical' service device.t ? : :rr : 

uis^Fateht m^mM^ M-^^ 
ThUs claim 14 also contains the^ 
tation, 1 but does npt coritaih the ^^multiple on- ^ 
etitation" limitation^ > 'ur^v r. ^ r . ^ 
-Figure 4 [overleaf atypical but^' 

le^covgras claimedan^the^l 35/ patent:^ ; ^ 

uiS party/has.^ai|ued,u^:^y; 

exists;betweenthel^guagcusedto 

tiiion^in Wclaim^V^^We ttofoit;inU^t,the 4 

"IS within a^^;Minu^^^ 

of the relevant xlaims/ :" ' ! j ^ ;, . ; ; ; . . : t v } 
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- The^oiitlet cover 70 ( is ^comprised of a^base 
platen 12 that ■ is mouhted w 6ver the* electrical 
outlet to^be protected/ wherein the r base plate 
/2-xhas- an-aj^rmre i 26' that is large Enough to 
encompass} the^ plurality of styles^ and orienta- 
tions of the plug receptaclesUmvarious' electri- 
cal loiitlets;:-l 35* pattfivt;0c61^2^ 11. 22^26, co\^ 
3^11. ; ^28^The!imeit^is uieh fitted' withiB 
the a^rtiire^d'iyf tKe^base^plate' i2^irf a flush 
manner to provide, in coo^fati6ri^withithei 
fi^ge^^^a^ ^ 

conriection][^^^ from v a^ya 3 i 
riety of weather conditions. Id. at CO.L.AJL.. 

okprientotiOT^ 

29-33>IJie^prptective : f h^ 

oWtKe J b^e v plafe ^te^finSia ^qsetfsp^ce; 

let with at least one pluglen|aged'in a plug re- 
ceptacle, of that outlet Al^ll. 35^39:; ;j 

Lamson manufactures ^ number of weather- 
proof electrical oudet covers, each of which 



utilizes a .base ^>late, a protective housings and 
either one or^twp inserts, ■ depending on the 
type of electric^ Inter- 
matic Inc. v Larnson\& S€s^ No 94- 

C-50295, slip op: "at 3 ^DrnLV$4arV 30, 
1999) (olrtier^Hdw^ 

ers&ffer from the outlet cover claimed in the 
'I35^atent ; in two resjpeCfe'that form the heart 
of : the^present infringement^^ 
inserts of Larrisori ? s outlet covers^do not fit 
withinv the -.aperture r&f >.the [jbase ^ate. 1 Id 
Rather; eachnnsert contains;$ribs that outline 
the i general^onfi^ration ol the, outlet recep- 
t|ctes . jSi' is iiUejnSe^^ c^er; \yj^eia the ribs 
e|twid^nto ! to^^r&reitom the .rear wall of 
th^ insert. 'ta- No other r^rtiorKo^^e insert 
extendsywrtp^ta^ ;Secpnd, jdl o^l^am-^ 

son covers;^ to'be used with ei-^ 

t&rj&ri^ 

onerited-^bu coyer is 

/not capable of accommodating both types of 
outlets. The following photograph illustrates a 
number of Lamson's "ribbed" iperts™ " 
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Intermatic file 
ing that the foil 
fringed the '1 
E9UV(G,W,C) 
cover; (2) Lam 
vertical single-g 
son's E9U2(G 
cover; 2 and (4) 1 
zontal single-ga 
the "ribbed pro< 
court construed 
ture" limitatior 
"have an outer 
smaller than tht 
ture, and does i 
raised ledge s< 
ture/ " Intermc 
Co., No 94-C-5 
(N.D. 111. Feb. 
court also con 
tion" limitation 
with apertures 
both horizontal 
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redesigned doublt 
accused of infrinf 
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iyc housings and 
spen&ng on the 
•protected. Inter- 
im^Ca^No.94- 
D?-nV/ 'MarV 30, 
i^ri#outlettov- 
er clainied in the 
iat"fbrm the heart 
is^ute:"First; the 
^vere-do'.noti'fit 
^ase^piatepW; 1 
?ribs";that outline^ 

•,-.wherein.the nos 
^on^ffthe" insert 

iiT be 'used 'mm-ei-j 
utfets ; or yeiticid!^ 
jie ouUet coyer is 
ting both types' of 
jgraph illustrates a 
xl" irSefte:""'"' 




' Intermatic filed suit against, Lamson alleg- 
ing "that: the •foUo.wng; Lamson products.in- 
fringed . the 'lSS .patent:. (1) Lamson s 
poijVCG W,C> vertical single-gang outlet 
cover; (2) E9UpV(G^ g ^ep 

. vertical^ single-gang outlet; coyer; ,(3) L^fi- 
sonV - E9U2(G,W,C) ,, double : gang,,: outlet 

^ontal .singie^gang,:Ourtet coyer 
the "ribbed^products'-). Id. at ^Theidjstnct 
icourt^construed vthe 4insert, within .^e ; aper- 
•tuVe'Slirnitation i'to rrequire^at^the, insert 
^havelan^duter, .dimension;cbnforming to. or 
p smaller than the outer dimension of uieiaper- 
ntureV and 'does'.not include, the flange and the 
braised .ledge •so'vas/tttffit the aper- 

b C 6:, *io 94-G:50295; 1999 WL 102767; at #2 
-;(N D- Ill ; . iFeD..9, '1999)' (order).' The district 
.court^alsd construed- the ^rnultiple onenta- 
£Wn? linutationnb 'includd not only base plates 
:(With i 'apertures large enough, to' accommodate 
fibiith horizohtally and veffi^Fy*he^elec- 

This product number refers to ° f ri 8' h , ! a ! ^ 

■Signed double-gang outlet cbver. both of which are 
^accused of infringing the -135 patent .. 



trical outlets with a single insert, ; but ajso 
those' able. to accommodate orientations^ 80 
degrees "apart from one another. W. at .1, In 
light of its claim construction M thei court 
.granted .l^sonVmotion for summary judg- 
ment that the ribbed.products did hot literally 

m97^at *5 (N.D. Ill Mar, 3ft 1999Hor- 
, der) Thereafter, the jury/found tr^ttLimison s 
ribbed products infringed claims.il, i 3,;.4 t*v, 
" and 11-18 under the. doctrine*? equivalents, 
. and found dependent claims^ 9* and W in- 
valid for obviousness. Intermatic /. ■ :• . - w 
; During the damages' phase of the trial.Mhe 
district court refused to allow, l^son toan- 
troduce evidence of its - recently redesigned 
line of outlet covers utilizing inserts not ^ hav- 
ing ■ a ribbed- portion (hereinafter, the^ nbless 
products") in order to , demonstrate the exist- 
ence of noninfringing substitutes, 'Wrmauc 
. Inc. >v. Larnson Sessions Co: No-:J4jC- 
50295 (N.D. 111. Aug.: 27, 1999) (order). The 
court also refused to allow. Intermatic to 
present certain evidence concerning the 
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mm 



amount of future damages it will incur as a re- 
sult of Lamson's infringement. Intermatic Inc. 
v Lamson & Sessions . Co.; No 94-C-50295 
(RD. Ili: Sept; 20, 1999) (order). The jury 
found that Lamson wilifully.infringed the '135 
patent- by ^selling Mts ribbed products, and 
awarded intermatic damages for lost profits 
and -price Erosion fin;" the amount of 
$12,50P,ObO\ IntermaticjL:'y, v> 

Both parties filed multiple post-trial mo- 
tions: Lamson filed a combined motion tor 
JMOL or for a new trial on "the grounds^at, 
intejr alia: (1) inderjendent claims 1 and 12 
must be found to have been obvious in view 
of the jury's finding that dependent; claims 6, 
9,Sand v 1 ■ were^yiom;^ (2) ;■ Intermatic's 
equivalence^ insufficient 
and mat; 'in 'any event, itf equivalence claim 
was barred by prosecution history estoppel; 
(3) intermatic was not entitled' todost profits ; 
and (4) the district court erroneously excluded : 
evidence of Lamson's ribiess products. Inter- 
matic filed post-trial motions seeking, inter 
alia: (1) enhanced damages; (2) attorney fees; 
and (3) JMOL that dependent claims 6, 9, and 
1 1 would not have been obvious over the prjor 
art in light of the jury's answers to special in- 
terrogatories that formed the basis for its non- 
obviousness verdict with respect to claims 1 
and 12. The district court denied Lamson's 
combined .motion for- JMOL and for. a new 
trial in all ^respects,' but granted : Intermatic's 
motion for JMOL that claims 6, 9, and - 1 1 are 
not invalid for obviousness; Id. 

Shortly after the district court entered judg- 
ment in ' intermatic //Intermatic filed suit 
against Lamson^alleging that. Lamson's nbless 
products; me 'very ^same products excluded 
froiri trial in Ihtermaiic^ h j infringed the '135 
. • patent, Intermatic // at * 1- The district court 
granted Lamson's motion for summary judg- 
. meht * of * noninfringement because: it deter- 
mined^, that, under its construction, of the "in- 
sert within the; aperture" limitation in Inter- 
. matic /, Lamson did not literally infringe as a 
matter of law, and; prosecution history .estop- 
pel barred a finding of infringement under . the 
.doctrine of equivalents. Id. at;*l-*2 i ... 
. Laihson appals froiri the district court's de- 
nial of itsmotion for JMOL of noninfringe- 
ment, as well as from the court's, grant of hv 
termatic's motion for JMOL that claims 6, 9, 
and 11 are not invalid for obviousness, in In- 
, termatic /. Intermatic cross-appeals the court's 
exclusion, of its future damages evidence and 



denial of enhanced damages and attorney fees 
in Intermatic I. Intermatic also appeals from 
the district court's gr^t of suiruri 
of noninfringement in 7n^f7^ 
jurisdiction* v,pur&anty\ to - 28^U.S:C. 

§ i295(a)(i)/^ ' 



: Ji DISCUSSION 'C'^U ' 
Sunimari itidgment is appropriate;!" if ;the 
pleadings, d^sitidhs, answers to interrogato- 
ries and admiss^ file, together yvithjthe 
•)affidavits^if any, ;sfiow that there is no genu- 
' ine issue, as to any material fact and*, that, the 
moving party 4s.;ehtitled to a judgment Jas>;a 
mauer of aaw:''iFed. R. Civ. P 56(cJ: VThe 
evidence of the npnmovant is to be believed, 
and all justifiable Preferences are to be,;dravvn 
in his .fw&iAhdersoti u Liberty Ld$lxy;?Inc^ 
477 IHS.^242, 255 (1986). We,rev^i'di^ 
trict: court's. granUpf; a motio^ ter; surMa|y 
iudement^fe novo^h%on'Emip^urge^ 
>v U.S Surgical Cofp.: 149 F3d 1309;; 1315, 
47 USPQ2d : 1272; 1275 (Fed. Cir 1998). 

Judgment as a matter of law ("JMOL") is 
appropriate when "a party has been fully 
heard on an issue and there is no legally suf- 
ficient evidentiary basis for a reasonable jury 
to find for that party on that issue." Fed. R. 
Civ. P. 50(a)(1). We review a district court's 
grant or denial of a motion for JMOL de hbvo, 
reapplying the JMOL) standard used by the 
district court. Sextant Avionique,'. S.A T v. Ana- 
log Devices, hie., /172 F.3d 817, '824; 49 
USPQ2d 18(35/ 186S> (Fed: CirM999) : To pre- 
vail, an appellant "must show that the jury's 
findings, presumed or express, are not sup- 
ported by substantial evidence * or, if they 
were, that the legal 1 conclusioh(s) implied 
j from ■ me^ufy^^verdict carihcMn law' be sup- 
ported by those findings.'^Perfcm^ 
/ v Computervisibn Corp.fiyi F.2d 888, '893, 
221 USPQ 669, 673 (Fed. Cir; 1984) (citation 

- omitted); • r ' : ' ' 

:\ A determination of infringement requires a 

two-step analysis. "First, the court" determines 
the scope and meaning of the. patent claims as- 
serted . . .■ and' then the properly construed 
claims are compared; to the allegedly infring- 
ing device:" Cybor Corp ?v. FAS Techs:, Inc., 
138 F.3d 1448, 1454, 46 USPQ2d< 1 169, 1 172 
(Fei Cir. 1998) (en banc) (citations omitted). 
Literal infringement, requires mat eyety ;lirni- 
tation of the patent claim be found in . the ac- 
cused device. Read. Corp. v. Portec, Inc., 970 
; F2d 816, 821, 23. USPQ2d 1426, 1431 (Fed. 
Cir. 1992). "An: accused device that does hot 
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metrical ins< 
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limitation. Ii 
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entiation re< 
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; court prope 
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-express int 
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snary and , : 
'PLC v. Mat 
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each claim in a patent, i s presumpti vely differ- 
ent*in scope. Comark Communications, Inc. v.- 
Harris; Corp^\56 F3d 1182, , 1187, ;48 
USP,Q2d . 1001; 10Q5 ;(Fed. Gir., 1998).;;This 
presumption, can /;be;^st^engthened ^unde^ cerr 
tain circumstances. One of those, circunv 
stances was espoused in Wenger^Manufactur- 
ing, Inc. v. . Coating Machinery. Systems,? I nc:, 
.wherein this court . stated .that. r "[c]laim : differ- 
entiation, r while often argued to be controlling 
when : it does- not" apply, is clearly . applicable 
when there is a dispute^over -whether a limita- 
tion,! found in a dependent claim should be 
read into an independent claim, and : that limL- 
tationas the only meaningful difference-bpV 
tween the two claims/V239,F : 3d -1225 
57 USPQ2d 1679/1685 (Fed Cir.v20pl^3e r ' 
' cause the only ?; meaningful difference between 
claim . V and clai m ' 3 involves the, pofehtiaj .ori- 
entations of the insert, .uSe . doctrine of jciaim 
^in^r^iaticm provides additional support "for 
not limiting the ' * multiple~^ 
uon to the construction propbsed by Lamson. 
^^erefcr^ 

did not err in interpreting the "muItiplp:orieh- 
t&oW'. Mirnittf ion . to; "include ^one Jriundred- 

eigrftyje^ 

2. The "insert [within the aperture" 
^Mmitatiqn, , ' , .. yv:i u;^- 
: v. Almbugh :L£^ found to 

have satisfied. the "insert-within the aperture** 
limitation under me doctrine ^ of- eqiiivalents, 
-Intermatic argues that that limitation is liter- 
ally met under the proper interpretation of its 
.claims. 'Intermatic; /contends- mataherdistrict 
court erred in iUic6nstruction^ofrithe> "insert 
>withinrthe arjerture"^irmtation. by excluding a 
-preferredFembodimeht: idf'ithei invention, and 
-mat the, proper; ihterpre&tibti of that limitation 
cis^thatiithe^laimed, "insert" is-comprisegVof 
■ not (only what it; styles as the "insert j)late," 
which is what the district court fourid.tojbe^the 
actual t!* insert,* * but : also includes a the^flange 
- and 5 the raised ledger connected to tit. Lamson 
responds that.the court properly; construed the 
"insert within the aperture** limitatiorijtb^ex- 
, dude the .flange and the raised ledge^because 
the specification teaches that those structures 
. are^separate from. the claimed ? "insert.*;V; 0 
: cWe -conclude that, the district court: properly 
i construed #he< "insert: twithin the aperture*' 
^limitations to exclude.the flange and^meVraised 
.ledge. When the meaning of a term: used , in a 
claim is sufficiently .clear-from its definition in 



the patent specification, that meaning .shall ap 1 
ply if Multiform DesiccantSiJnc. y. Medzam; 
Ltda ;133 ; ;F3d; 1473, 1477, 45 USPQ2drl429, 
1432 (Fed - Cir. 1998);r Intellicall^lnclv., Rhor 
nometrics,: inc., 952 F2d n384;^1388;:<21 
USPQ2d 1383/ 1387 (Fed. Gir. 1992): The 
specification states ithat - : v r. 

; [t]he'ihsert 74;Has a top. edge. 42,'; a bottom 
: : .edge 44 and two side walls 46 and ^fi/'A 
: : flange 50 Extends around the feriphery^oj 
] the- insert. the ; flange ' 5& is v ^sized [ arid 
aidapted to 1 fit securely within the reces^%> 
of the base plate -fa in order to form a con; 
' nection /^itli the! base plate 12. A raiseH 
' ledge 51ii^ocatedon ihe Jdc 

\ : 'an^ange^a-' : i VJ.T>.!.'' 
135 patent, col. ;4, ;11. 5-12 (emphasis;a(Jd|dj. 
The specification therefore makes clear %at 
the claimed "insert** is something^ separate 
from, but connected to,- the flange^ and the 
raised ledge. Accordingly, the district court 
did hot err in interpreting the "within the ap- 
erture'* limitation to require the rplate-like 
stmcture^comprising ; the * insert," which does 
riot include the flange, and raised r ledge,;to fit 
wiUun the aperture of fte T base^p^ 

i. Literal Infringement ? ', : 

Intermatic argues - that the district court 
erred by granting suirmiary judgment tha^^ 
ribbed products do riot' literally -infringe - the 
! 135 patent in > Intermatic L Intermatic- con- 
tends that evertf under the district^cdurt's con- 
struction offralU affirm* in 
.the. immediately: preceding section^ Lamson' s 
< ribbed outlet covers literally infringe ^e^l35 
f patent-^Interfnatic argues mat^me ribbed^por- 
: tiontb^Iiiams6n*s insert/ which fits completely 
within the aperture,* ! comprises : the claimed 
3^insert;*0 while the remaining' pbrtidn of die 
insert is akin to cthe ; flange; and the raised 
- ledge,' which-is considered separate from- the 
"insert**: Sunder me" district court's tbristruc- 

• tibn.V > - ; ^-vO'^ - 

• •: [i];lntermatic*s argument is riot persuasive. 
To view the ribbed portion ' of; I^airisbn's ;in- 

: serts; and only that portion, as comprising the 
claimed ; "insert*' completely distorts thenway 
that structure is defiried:in the '135 patent. AI- 
tthough, as rdiscussed arxtve^Mme-sr^cification 
explains that the "insert*' is> separate fromahe 
flange^ahd : me^raised, 1 ledge;; that passage?can- 
riot .be read to support the viewi uhat ranything 

• within the aperture' of the base platens the "in- 
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during the initial ] 
substantially the sa 
During reexaminati 
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sert "while anything outside of the aperture is 
analogous to the flange and the • raised ledger 
If that were the case, : then -a/iy structure hav- 
ing any portion within the aperture would sat- 
isfy the insert within the aperture" limita- 
tion The specification, makes^: clear that the 
"insert^ds the .plate-like ^structure that serves, 
to fill the void between:itheS aperture cm the > 
base plate -and the electrical: outlet :being pro-* 
tectefe 'uL:tec6\:& 11^59-62: We merefore7 
reject this strained application of that hmita- > 
tion-to the accused device, and conclude that 
the distocburt'did notVerrun;grahtmg sum- 
mary judgment that Lamsbnls ribbed^ products • 
dp^btaUerally in^ 

matter of law, - ■ 'y-^ : ^^ 

C Infri^ 

^•Equivalents r%;-<- ••,« m^P^ jvm;-m> ; 

^LapsoW a^eVtoat^ 
b^aibwingthe ju^ 
nboed'wektheiprb 
^pentundefM 

fimso^Wtena^ Mt prosecution history es- 
toppel bars- Intermatic from claiming that the 
^fibbed portion of its inserts satisfies,^ "in- 
sert within the aperture" limitation." 1 



with[in] the aperture in the baseb and, argued 
that the claim as. amended' : was patentable over 
the prior art. Thereafter, the; examiner deter- 
mined, that claim 14 was in condition ^ al- 
lowance, and the United States,Patent ,and 
Trademark Office issued a reexamination cer- 
tificate containing: the amendment. U.S. Patent 
Bl 5,280, 135; col: 2, 11. 4-16. Tf^ * v ; 

When an ahieno^ent harrows the scope of 
acclaim for U reason relating' to pateh^^^ 
nb : >range^o^equivalents5Hs ) available: for that 
amended -claim ; limitation. Festo^iCorp^Vf 
Shoketsu Kinzoku: Kogy^KabusMk^^M 
F 3d 558, 569, 576, 56 ; USPQ2d 1865, ;l 872, 
1878 (Fed: Cir:,26(*) (en banc), cert. %ratxted y 
t2| S. Ct:^519tU.S.Ju^e X8, 2001) (No. 00-. 
(543)1' Accordingly, /liecause. the, ^nsert 
witmfrme'aptu^ 

claim/ li 1 was added for a reason relating to 

pateriM 
tiaticMS?ba^ 

^d^alents^i^u^at limitat^ ^ J; ■ jl: 
• Furttemibre; ^that ^iv^ence bar extends 
to all ofthe clairns ih whic^^Unsert within 
me ar^rture ?? limitation ap^'ars.;v In ^Btti/^rs 
Concrete, /hcPu BremtrtontConcrete Prod- 
ms Co: ^ this court s addressed rthe question 
whether prosecution i history, estbppelsapphes' 
to' a claim-containing -a limitationHthat was 



sert within the apenure uuuwuu... added to another,"sepafate;claim to avoid prior 

^-iMeimatic respond mat -substantial- evi- ^ w here^that limitation appeared' in ; the 

^ce ,siupr^rPmfe]u^ ? s findinf /of equiva- ^viai original ;; form and : ^not 

; lehceJ interrnatic argues that- it demonstrated ^ en(ieQ < during .prosecution. 151,*§d/2$X 



WMaPthat me ribs in Lamsbn's inserts serve 
feaM^mburiting'to 
^^^^^ih^rt^wimi^p aperture" limi- 
"tatio^jS#^ ; 4ha^ achieve' tKe same 

f wMi^roorlng ^resulf in substantially the 
same wa^ infermatic alsoarguesnhat^prosecu- 
A^i^k^ii /HrtM nrinhar^its assertion 



22lU#Qj4^^P^ 
-•^iMaA" limitation was incorporated ,mtc 




' - %%i¥msert [be] adapted to be mounted in 

-^iraeWV®^ 

! a^wl^e • ca^e^im 1 ;® 
lalf'ol^^pen^ 

•SnlfKytia^;^^ 

! Sfstantmlly 'the, .same:#nnr:setijfbrmiabove. 

Dunnpreexamination, h^ 
. rej^tedthat tlm 
- cefQifP^ prior j M ; "W^^^^^-M 

;^pSa^mitneib4sC 
^.^mtemat^-a^en^ 
fe ihe insert be "adapted to be accommodated 



^^^05^101? to a^dXphor art jejec- 
tibn. Wk ^59fW USPQ at 2^:X^m ia 
^Separate ino^pendent claim; a^ xonta^ed 
the passage" n iirhitation ; als onginally hied, 
aWmu&o^not^r^^ 

^ -Ih^a^dfessing^wtem^Hhe estoppel result- 
ing ifrbm ^ithe: am^ho^^Jo^laiffi l^alsoap^ 
plied to.claim aO, me coiut stated: ; 7 ^ 

^^mougtfc^m'l)0 istlieMx^iM|^ 
■ me ipysecutibh history of acclaims is not 
rc insulated r fr^ review in; cqrinection wim 
- : aetemming T tne fair^ebpe of tlaim^|0rTo 
^hoia^erwise i would b^to exalt form over 
^tance^an^dis^rf ^lbpc;ofMs;jiuis-| 

^denbe^whicW^ser^ 
- useful guide to the understandings of patent 
claims. The fact tharthe ^passage^ictouse 

: of patent claim 10 was^not itself^arnended 
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during prosecution : does not mean that; it 
can be extended by the doctrine of equiva- 
lents to cover the precise subject matter that 
was relinquished in order to obtain allow- 
ance of claim 1. :y: ' lt -:, ;- ;>u; l v 

Id. at 260, 225 USPQ at 243^us^the court 
in Builders held that prosecution; history : es^^ 
toppel, barred the- patentee- in^ thahc^e from 
asserting equivalence between, the-j £C£usea^ 
structure and claim 1 0; of its patent- as a result , 
of the addition of the same "passage^ limita- 
tion in claim 1 to avoid the prior, art- : W.V, 

[3] We conclude that the; principlies -;;es-; 
poused in Builders equally app^ claim 
lirriitatiph that w& niaro 
allowance of a claim during Teex^armnatio^ 
des^e the f>ct S 

retroactively, yextend; to original, unamended 
claims, and hold that ^ 
by such an amendment applies to all- other 
claims in the patent containing that limitation. 
To conclude otherwise woujd .be ■. "to exalt 
form over 7 substance, , ^w/.; and/ subject a.Umi- 
tatipn to multiple) ranges .-, pf equiyalerice ,de r 
pending upon ^whether or {not ; that limitation 
was; amended in any ;partiailar claimi seeAmi 
Permahedge; Inc. v. Barcana; Inc.; 105 E3d 
1441, 1446, 41 USPQ2d^l614; 1618(Fed:€ir. 
1997) ( 4< [W]e see no reason to assign differ- 
ent ranges of equivalents 1 for the identical/tenh 
used ih different claims ih^e;sMc!I^tCT^ , ^. 
serKaCutiniis^ 
tr^/^^MWe^r; iar^ 
guish prior art during reex^ 
ings jare retrpactiyely! = april ied ? 3tp , ; 3 ti mi t .tfie. 
scope of a claim limitation as ofithe issue date 



l^fff^^^t^W^Si ; (intepr<^ 

scope ofTritear«-$u^ 

have been disciaimedJ^^ 

patentee to distinguish the prior, art -m re- 

e^riunation :! proc^ding||y *5^!^rj^D^: Jiof 

pro^cujtit^^ 

to trearamend^ 

tion differently. w£,&e$^^ 

ic T s assertion a^pr^^jjugument^ that ^e timing 

of a narrowing amendm^ 

cability^pf prosecution histp^ 

conclude that none iof the claims at issueiare 

entitled to any range of equivalents regarding 



the "insert within the aperture" limitation un- 
der the law set-forth in Festo.* ••. 

As we have already determined in section - : 
B, supra, that Lamsori's ribbed rjroducts dp i 
not literally satisfy the "insert within the apo 
erture v ; limitation, our conclusion ,that no 
equivalence can;>be found means that ithose 
products: cannot infringe the -135 patent as a 
matter : of law.; Accordingly, we conclude thati 
the /district court erred in denying Lamson's; 
motion for JMOL of noninfringement! V ^ ^: • 

Because we have determined that Lamson>s j 
ribbed products do not meet the "insert within 
the arxsrture V limitation, , we heed not address - 
whether those products satisfy the "multiple 
orientation" limitation. ; ; jo ^ ^= 

2^[Jin^n^%ribless outlet covers \ 

. Intermatic does not argue that Lamson's; ri- 
bless outlet covers literally infringe the '135 
patent. Furthermore, as discussed abdve, In- 
termatic is not entitled to any range of :^uiya- 
lents witifi , respect tb;the ' " within the a^rture" , 
ljrnitatibri/T^ therefore didj&t 

err in granting; summary judgment .\x\jntert 
maiicJl that Lamson - ; s ribless outlet foyers jdo. 
not infringe 135, patent - r : 7;,^ 

Invalidity . • - , 

Although we, have determined that none of 
'Larrroh's 'products infringe /the '135. patent^ 
Lamsbn has fasserted a counterclaim of invaj,-; 
idity.in me fprm of a request declaratory, 
judgment; ^Ourvdeterrrdnati 
men t dpesJ-ript m^ Lamsbn^si couh^ 
rrioot, see Cardinal Cheni. Co v. Mo Ho h IntHi 
^;^^UiS ? ,83, 96\ 26 USPQ2d J721v l727 
(l|93^^^ngi^at ,a finrtn&bfj inoninfringe- 
r^^pes%pt; { mo^ & counterclaini ^eekir\g^a 
de^i^o^^^r 
^refcr^u^^^ 
oushess verdicts issue. The issue of, 
tent, verdicts is a procedural issue, that , is riot 

:r : ^ We note that the 4 Mssent-in-part^. while agreeing tlmt 
unfeuBuilders the , estoppel . created by an , amendment 
oC]ajinii|^ira >: ^ppiie^ to^l un^'ende^clai 
Ih^'that-same : limitation," argues that the unamended 
claim .is heyertheless entitled to a range bf/equivalencje. 
for tMtlmiitation for subject : n^^ relinquished by 
thejameno^hent. ; tne^ssent-inTpart' thus co'ntentjs ^ 
any lclaim in which that limitation >vas amehd^,iCsu^| 
j^tiiKe albsojStei^ 

confining \)M [ very' same ^jimjtatibn \ in; unai^dSl 
form 1 is - analyzed under the flexible bar approach :re:. 
jected iri^ww/ We fail to see a basis for uSat 'distinc- 
tion, C ; . ••. • '. hy^-- } 
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unique to patent law. Th 
the law of the regional c 
Seventh Circuit, to the 
verdicts. Mycogen Plant 
Co., 243 F.3d 1316, 132 
1037 (Fed. Cir. 2001). 

The jury provided an; 
special interrogatories di 
ness vel non of the dispu 
patent. Intermatic Inc. v 
Ca, No 94-C-50295 (N. 
(order). After answering 
the jury found all of the : 
be not invalid for obvic 
jury did find dependent * 
be invalid. Id. Thereaft 
motion for JMOL, the 
mined that the jury's fir 
claims 6, 9, and 11 con! 
ings regarding the ind 
their special interrog; 
granted JMOL that clain 
invalid for obviousness. 

Lamson argues, citing 
cago, 738 F.2d 896 (7tl 
cause the jury verdicts ; 
that because there was 
gesting that all of the ch 
are invalid for obviousr 
erred by failing to order 
responds that the distric 
the jury's special interrc 
solve the conflict betwe 
Federal Rule of Civil 
that the court properly < 
of all of the claims of thi 
ter of law. 

[4] The rule set fortl 
cable to the case at han 
implicated where verdi* 
compatible" to the extei 
reconciled by reference 
porting them. Stone, 7. 
49(b), on the other hand 
the situation in which tv 
inconsistent with one a 
ences between them car 
ring to the jury's answe 
rogatories underlying 
4 ?W provides in releva 

When the [interrogat 
: ?istent with each otb 
. inconsistent with the 
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aperture ." limitation iin 
n Festo? 1 
y (ktermined anvsection 
m's ribbed pr(xluets >jlp i 
e "insert within the ark. 
iur conclusion ,that no 
Found .means that (those 
nge the - 135 patent as a - 
iingly, we conclude that" 
*d in denying Lamson :s } 
np^fnngemeriti;jr :x>l?i 
leterfnined that Lamson's; 
>t;meet:the "insert within 
on,, we, need notiaddress; 
ctsi satisfy =the^rmultipie < 

ess outlet covers; \'.';\ ;> 

»t argue that Lamsori's ri- 
iterally infringe the 1 1 35 
r is discussed, above,. In- 
;d tq.OTy„range;of,e<nMya- 
the. V withiri: the a^r^re" 
ct. court '^r^foj^jij^dt^ 

t!s ribiess i outlet coyen.do 



e determined that none of 
infringe ; & ; ' B5 5 -patent; 
j a counterclaim -of inyal-: 
^request fpr a declaratory; 
lmnatipn of. npiunjringe- 
:e rL^spn's) .'couritmlai'm- 
Chem.\ €ai^Mi^d^nt0 

t -a findingt^^oninfri 




rpss^ tfe^^Gj^teri^l^ 
iuc. I The\issue % 9f;,«icqnM§^ 
foccdufai issueUKat >i&npt 

ssent-in-i^it?: wliiie ag^ihg tlmt 
3pj>el,cr^ted ; by. an,ainen<^ent 

qtt, i>v afgues' 'Uiat 'tlie unaro^fed 
rititled toia range 'of^uivaienc^ 
ubjectrr&to not relii^uishe^^y 
lissent-inrpart' thusVcbnten&~;that 
itlinfiitation .was'amended :fesiifc^ * 
rule, ofFeW/but that any, claim 
same limitation-" in ! una^OTdeiJ 
ear the lieixibie bar" approach Te- 
al toVseWa basis for trlat Mistinc- 
r ■ . - ' ? ;Ov^i t 
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unique to patent lawJThusj this court applies- 
the law of the regional circuit, in this case the 
Seventh Circuit, to the issue of inconsistent 
verdicts. Glycogen Plant ScLJnc. v. Monsanto 
Co.; 243 F3d 1316, 1325, 58 USPQ2d 1030, 
1037 (Fed: Cir: 2001). V " 

The jury provided answers to twenty-three 
special inteitpgatories 

ncssyel nori of the disputed claims of the '135 
patent: Intermatic Inc. v. Lamson & Sessions 
Co.,, No 94-C-50295; (N.D. I1J. (^t: 20, 1999).: 
(order)/ After answering the ; inUnrog|^ries,-: 
the jury found all of the independent claims to 
bfc not invalid . for pbyiousness; ^howeve^ 
jury^did.find der^ndentcl^ to 
bejmy^ 

mbtiori fo^ deter- 
mined that^tlie jury's findTngs^im rekpfect to 
claims 6, 9, and 11 conflicted with Uieir find- 
ings regarding trie independent ^claims "and 
their special interrogatory ■ v ^ahswere;-"-'and 
granted jMOL that claims 6, 9, and. 11 are not 
invalid for obviousness. Ia\ -^r^ r- 
1 Lamson argues, citing Stone v. City of Chi- 
cagbi 738 E2d 896" (7th' Cir. ^1^^; that ^be:- 
cause the jury verdicts are "incompatible, arid 
mat 'because there was : ample evidence sug- 
gesting that all* of the claims of the 1 1 35 patent 
are^ invalid for Obviousness,' the- district court 
erred by failing to order a hew- trial Intermatic 
responds that the di strict court correctly used 
the^ jury's special interrogatory' answers^to re- 
solve the conflict between me verdicts under ? 
F^rd^Rule of Civil Procedure 49(b), and 
that;the court properly confirmed the' validity i, 
of ajj 'of the claims of the ' 1 35 patent las a mat- 
tei; of law! 

j[4]jThe ru|e set forth Jn Stone: is /inappli- 
c^leUo^the^cas^ v^im^as- that rule vis lOnly 
irhplicatai where ^erdic^^i logically in- - 
cpn|^ii)lef' to the extent th^t they cannot be 
ti^^\%d^y^tci^^'^ ^me^evidencefsup- 
poYtin^ 
49^ 

t^sifiia^oii'in which. two general verdicts are 
inconsistent .with one- another, *- but . the .differ- 
e ^?i^^ e ? n -.tliem can r be rc^lvod^yWerr. 
nng t i^ 

r^gatones;^un^ 

fij^Hgnfjie^ answers . are, con- 

festent^ 

, g^n^nsisten^wim the general verdict, judg- 



ment may be entered pursuant to Rule 58 ''in 
accordance with the answers, notwithstand- 
ing the general verdict; or die court may re- 
turn the jury for further consideration of its 
answers and verdict or may order a new 

trial; ; , :K. t ,:. : , . ; '. ; a>V^V-^; 

Fed R Civ.R 49(b). Thus, meidistrict court has' 
three options when faced with an inconsistent 
general verdict base sj^cial; in- , 

terrdgatory answers? The court 1 may: (1 ) ordier 
the r jur^Ho ? c6hsider its ianswfers further; (2) or- 
der a new trial LbrT-{3^Karm6m^ 
with the answers. Campbell Ingersoll'M ill- 
ing Mack Co , ! 893 F2d : ^925r 930; (7th LCir. 
1990). In the case at hand, the jury's answers 
overwhelmingly indicate Jj>at , the r> prior^ art 
does riot 1 disclose an insert !.Vithirl "the^; aper- , 



ture," as "required by ini&peridieht; ^l^ms _ 
12^ and M4/ there^^ &pen3ent^ 
claims^; 9^ and ^ea^ffco^^ tr^ 
witKin the aperture ? lirmtationf iri additiori to^ 
other limitations - that; ;ftir^er differentiate 1 
those ^claims ifforn c their- respective indepen^ 
dehi claims^ 

it ;? fpllpws Q fpnw ti^ mpseiClaims are : al§p 
npt invalid over die, cited , prior art, Hartness 
InVl, Inc. v. Simpifmatic Eng r g Ca,"819 F.2d 
1 100, 1108; 2 USr^2i^l826 ? ; 183 l^Fe^,'|Ci^ 
1987). Accordihglyrwe c^ 
trict court did not err iinf 'gra^itin^'' MOL^at^ 
neither ^pendent ? claims i; 6|*'9 T ; ; ^^ l^ n °r : any 
of me remaining^ disputed 1 claims oT ;Uie ;f 1 35 R 
patent are invalid for obviousness;- r y ; v o ^ u , 

"Became Ave^everse^bh ihfriiigerheni;;^ 
maihing " issues' cbncerhirig the^ t exd'usiotf-"6f 
evidence, damagest and : attorhey : fees 1 - are; 



moot. 



SThe^disrrict'cpu^ Lam-t 
son's imotion for JMOL of noninfringement of i 
the; ribbed products ;in Intermatic: L ^However;} 
the court t correctly, gi^ted^ilntermatic's, ingh 
tipn for JM^ 
'135 ^tent^nptiny^ 
nally; the'^dwjtnrt.cpurt properly granted, sum- rj 
mary judgment of h^ of the rib- , 

less products 'In 'Jfjtenmiic //. ^Accordingi^,] 
with respect' to Itiermaiic /, we ; V* ■ 1 ^ J T'^ 
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I: 



As to Intermatic //,rwe 



AFFIRM. 



M-5 Steel Mfg. Inc. y. O'Hagin's Inc. 



Newman, J., concurring in the judgment, 
dissenting in part ? <p^V >v /■. '■■yl 

; On review pfctfi^.T^6;.ani' of 0s : case, 
I breach ^ cbuit.:; 
However, Ldo not endp^ : 
an unamended claim is barred from access to; 
any; degree of equivalency simply > because a 
broader -claim was- amended Muring prosecu- \ 
tionV'^ 

It Ha^ long; been" the jaw tfwtf^bppei ''af^ 
fe^fi^sco^Jo^ cquwalente^^l^lje to an 
unamended J cLdm,3h^ claim is, 

amended. for reason? o^&entabiliry; TOat ; was v 
the holding in BuUdersr^ohfrete 9l Inc. y. Brv- - 
merton Concrete Pr6duct$ Cq., 757 E2d 255, 
260, 225 USPQ 240,; 243 (Fed ^Gir. 1985),:and 
reflects the" traditional rules' of estoppel'. It is 
profierly applied ^iri 1 ^ ^x^nattq^ 
court's opinion 'explain However, 5 the court 
today eniargesithat estopj^We^ 
: ^yt^^^lt^.\S^^^^ ^e cjmm was 
ndt s a^iwlecL f ljie ^coW jtlws;' lipids ffiat the 
amendment pi a br&der claim bars ; , access : to 
any ;scppe of equiyaleney as; to^the unamended > 
narrower claim, whether or not the accused in-, 
fringer. is practicing , subject m^eT ^t^^s 
r^uifed^Ijte'reim^ ^f^thK court, 

did-nptigp sp,fanJ.se€;tio nej^q^do sp^ijn prr- 
der to respect the principles of Festo. M: n-i 
Festo does not prevent an unamended claim 
from serving as^ source of equivalency, sub- 
jept^p ejstoppel against rec^^^^ 
lency the subject; m relinquished^ 
ihcordentd acmeve^atentability^ ^or>a;difterent* 
clMm£T7hw v deei^ 

sftj&blute barto ^such 'unamended *cliMm^f will ; 
givVthe coup % 'gface^tb^tni^ vejstrge 'of the 
doctrin^of ecqiii Val^S; %e 
pafent:pros^ 

tation of i:iairrjs„pf dijtonishing ' scpr^, r haye, 
not been explored by- thfe parties or by die 
court: I respectfully, dis^ 
ty's ruling bri this aspect: 



U.S. Patent and ^ademark Qffice 
;Tradeinark trji/arid App^l feard; 

,Nos. 109,470, 109,47 1, and 

; ; .10^74l;\.;^.^ r : ,, ; ^ .-. : 

Decided September 26; 2001 ^ 
i f Released October 3; 200 1 ^ u 



Oppositions 



TRADEMARKS AND UNFAIR TRADE 

^p^stie^ ;^ ; \." 

[i] 1*^ and 

ceediiigs Opposition arid cancella- 
tion;— In geh^a^§ 325,6305 r Qp;_;; : :^ 

juwciXl ?!.j:;;:p^^^Cl ^ ^:"^ni>;^ 

Procedure — Defenses — : Estoppel 
(§410;1805) ; '^; rv ^ ' ' 

O^ppsei is.npt cb from, 
opposing trademark ^ 
involved in' pre&^nt roprwsitioa proceeding, 
since final i settle^ 

plicant and ppposer.speci^ exempts op- 
position procee^^^ from its terms* and ,sur 
persedes ^iypreyious a^ 
lerteriagreemen^^ would- 
not challenge these applications: ,. m 

TRADEMiARKiS AND - UNFAIR TRADE 
^PRACTICES - " - , : - ' 

[2] Registration and its effects ^'Non- 
- registrable subject-matter — In geii^ 
, eraH§/3i5;0401) - 3 

T^i^ ofJmar^ c--^ade^dr^^;ma* 
■ 7 327;070i5) L; \^d-i< 

- Applicant" s 'jjro^uct desi^^ roof Vents 
aW ftnetionalr^ 

therefore^wourd place comffetitors at substan- 
tial disddvahtagereveri though designs do not 
iinprpve venting fuh^^^^ 
blbnd in Oprnatcri^rB^ 
are used beffir^maS$^^ 
deigns %re- compatible^ 
which they are used and'sup^ly apP^?^^^ 
co1hpetitiye%dv;antag^ 

utility patent application, promotional litera- 
ture, and testimony tout designs' unobtrusive:. 
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appearance, and 
existence of venl 
and are cheaper 

[3] Registrator 
registrable 
tive; de 
. (§ 315,0407 

Types of mar 
— Seconda 

Applicant has 
product designs 
distinctiveness, s 
including oppos 
stantially similai 
testimony shows 
other companies 
since applicant 1 
elusive use of th< 
no evidence thai 
serted product d< 
consumers have * 
designs as indici 
plicant's sales m 
commercial suco 
dence alone doe; 
designs have bee 
goods. 



Consolidated 
brought by M-5 ; 
cations of O'Ha 
product design n 
metal ventilating 
concrete roofs ( 
177,082, and 75/ 
1996). Oppositio 
Jay S. Kopelo 1 
^ciates, San Diegc 
: William J. Ar 
Jones, Santa Ros 
J Before Simms 
ministrative trade 

^ Simms, J. 
Ife^ M-5 Steel Mfg 
^corporation, has 
IpO^Hagin's Inc. ( 
^corporation; to re 
^Product, design rr 

. . .. . \ 
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In. :Kregosiand^ Liptoh,^ 
sely represented that they held 

certain 'works; they did) -not- 
;e claims; Regarding ^whp origi-; 
ks: : lnfact;Hrifeeg05 the- Court 
;d that, " [plain tiff]rcould com-j 
iprts Features unfairly compet- 
ylalsely claiming triat its form 
d by some well-kriown baseball 

:t 'setting here is more .analp- 
w^tid tipton^Mn :; it is to 
y ^Iacing-the v ; Comgagnie In r 
^press'M'abel in the sweaters it 

se ' sweats "rRatheClik^ the 
a 'Kregbs:)mdr Express 
ited that it had the right to sell 
n's : sweaters;: The Evidence, at 
d that retail clothing stores, rou- 
trieiBlabel^oh 7 clothing- sold in 
tr: /atv|28; : :Inlight^pfo^ 
the 'Court Jcleclihes.lo . find this 
jte^lr^cticV acti^n^ \uruier, 
- Lianham Act, V s - : - ; -. : 

;ly^ -there ;w&;no;::iegally:suffi- 
;iary basts'^r^hejury^s verdict 
' for false desighatibri of origin. 

isiopMM 

notion !for . judgment as. a'^ 
ahfTslclaim ifpn actual ;damages : 
bpyngHtActisdeniedrH^ 
.tioirtor a new trial on this claim 
The T jury:s^ward ;of Express' 
^the^bpyriSgHt^ct wilhnpt be 
Express' motion for judgment as a 
w on HahinTs trade dress claim is 
puid^this hoia^ 
fes is :ehti^ 

Fining m& 
Matter at Haw on: BanflPsclaimMfbr 



some ;i Ikriguaie iin'WflWmart^hich 
t v eveh"imtKe v absehcepf^ 
^entatibn; f 143 (a)?; prohibit?^ de- 
rt^pubiishmg raribtHefs-wbrk^wUhout 
SeeWaldindn; 43'F.3d atl782 (Mt is 
tat it. would constitute a ; false designa- 

n^pubTisfcwto 

ifk^at 'is original r enbugh' ^ 

rbteCtibn'^J'T 

athrthe'Sebbiid^ ^ Circuit's ire^spning in 
the iCour't declines toifollowMt. ^ . 
urt?s decision on" this! claim}, is man- 
^bH^understariding of Second . Cir- 
udenbe^f he iCourt does -not Relieve 
yimadeanybrronebusfactu^ 
hfe claimi Ac<X)rdingly • if the; Court s 
grant -this part of Express'' motion f or; 
5 : a matter of law is reversed,-, a new 
; claim would not be warranted. : 
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false designation, of origin is granted. How- 
ever, in the event that this holding is reversed 
on appeal;the;Court finds that nonewtrial is 
warranted: / • '• •. . 

SO ORDERED; • ' : \; 



1 U S^Court of Appeals 
■ v : Federal Circuit ( : . 

Blumenthal X' Barber,Golrhan Holdings 

;>■■*/•'■• [ ^ A - A-Mi'-Corp.::;, " ' ' 

v.. ^os:;93'\q^^^u : 
\ i)ec^ : . •• • ■ ■ ■ 

h\ ■ '-/r ^ (Unpublished). ; ^ 



tapered surface, and that accused probes.are 
consequently, noninfringing^; since ,declara-; 
tion submitted in response by plaintiffs fails 
to< counter ;defendants' evidence regarding 
structure and assembly of accused probes 
misconstrues pertinent limitation ofciaimat 
issue, and applies- that limitation to twncor-. 
responding structure in accused probes arid 
since plaintiffs therefore failed to establish 
existence of genuine issue of material fact as 
to whether, accused. probes; meet, pertinent 
limitation o^^ 

equivalents. : . v :: , r . ; /••i.X-'.T ■ ~:,i&r?'i&' ' 
Particular ^atehts^ Chemical G **^ 

• / sensor;. ' y->/:'}/ : - ] -V ' A\ \- -v^ : 
- V5$8- Wi>aiument£a^ 
probe^sumcnary, ■ ju4gmef>\ycf npninfring^ 

men t affirmed. - v > A \)., j^; s;:f; ^^t' 



PATENTS 1 - = \V;^ 

L pitent construcdo^ 
; ing terms (§125.1305) ^> 

Term^adaptedtoguid^ 
claim for oxygen sensing -^^R^^K 
strued to mean : that tapered shape of second 
electrode of probe guides orr>ositions electro- 
lyte^ as ; it! is ihserted • into xlectrode .during 
a^embly / since specification, com^ 
clusioh that clause in which phraserappears 
i^liifected^owaVd ^^blj-<tfiP^:™W 
than ; its^f>eratiori, sincdmo .fibres; in patent 
drawings indicate rthaf tapered; ,walls:ofVsec- 
ond electrode " could . ^ facilitate mainte- 
nance- of electrolyte contact , during oper- 
ation, "and * since s^febificatioa , does not; 
support suggestion that JapereoJ side-walls 
sefeee^^ 

o'pefatibn.;^^;^"^'^;;^ , " ^ : ^ , 

^Infringement -^ Construction of claims 

^^riifeeirieA 

y I: F^klldislrict :i ^ 
.sumnWr^juag^ht:^ 

sensing probes do:not in^ 

iofcpatehted prpbeinder; doctrine of equiy-; 
. alents t ,siiice defend ants : submitted.declaraT 

tlonsaendihg td show th^ 
' cused probes is tubular ; and does not contain 



^^' Becau^e the Court has disposed of- both of 
^ B l anrrs § y 43(a) claims- Banff's request for; attor- 
« ney ; Jfees under the^ Lariham Act must also be 
ndenied.* > ■ ---^ r ' ■ £ -. 1 ' ; 



•/ Appear hom ithc U.S. pistVict Court for 
the Northern District o^ Illinois, Remhard; 

J ' Action by Robert N: Blumenthal ^d Ani 
dreas T. Melville against Barber-Colrnan 
Holdings Corp:,'- Barber-Colrriah Co. and 
Surface Combustion Inc.^for patent lntringe- 
ment. /from summary; judgment ot nonin- 
fringemerit; plaintiff appeals^.and;defendant. 
crostappeals from denial of' redjiest ; for ^nc- 

rhani J i; dissecting' in separate 

[Editor's Notef The Court of Appeals for 
the Federal Circuirtias indicated that, pur- 
suknt toiFed: ©i*^R-W^i this^ ^ **gf : 
citable; as precedent. It is; a -pubhcTecord. 1 

William J. Schramm, of Reising, E^hirigton, 

Ryan, of Ryan; Mak.i & Hphenfeldt, Mil- 
waukee, Wis., for plaintiffs. ; , ; , 

Charles S. Oslakovia and 
■ tier, bf Leydig, Voit ,& Mayer Chicago, 
111.; Jules^.Jay. Morris, of Foxboro Co., 

iefbre^ewman^M"^^^^^ 

.■H\judjesv.utf';<v^ n; 

(;--';?:> Decision' , 

Robert N. Blumenthal and Andreas T: 
Melville ("Blumenthal") appeal frotn the 
decision of the United States District Court 
for the Northern District of Illinois in docket 
number 90 C 20365 (N.D. Ilh Aug.:7, 199^), 
The district' court granted summary judg- 
ment of non-infringement of. Blumenthal s 
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Patent No. 4;588v49 ("the • '493 patent^) by 
Bafber-Colrrian Holdings Gprp^Bar berTCbl- 
mari Co., i';and'c Surface: '(Combustions Inc.* 
; ("Barber-Colmari") . ^Barber-Gbirnan ?. cross 
appeals the district court's refusal to a ward- 
sanctions and attorney fees! We ' : - 

'[][ A Jtria] court may ^grant 
merit : where; ' : tliere ; ' is 'li'o. genuine' ' iss ue of 
material fact and the, moving paFty:'is ? reriti- 
tled iq a j udgment .as a ma .ttcr^f]a^,:_.ge!di]tiR. 
Civ. P. 56(c); Mingus Constructors, ; //icf v. 
United States, 81 2 F2d 1 37, 1 390 ( Fed • Cir. . 
1 987^ We rwie^d&iiByo. whether^ trie stan- 
dards TbrWmma ry j udgrrient ha ve 'been- rhe& 
AfingusMi F.2d at 1390, -^H- ^ ■ 
In - determining whether; summary judg- 
ment should be granted- on the question of 
infringemeht^the^trial court must firs^poh 1 
strue ; the ; claims;Hdecidirig- the meaningtand . 
scope of any disputed terms in the claims as a 
matter^of la \v.; Mafkmah y^Westview Instru- 
ments; 7^-52^.^967 \ 34JJSPQ2d 1321 
(Fed.Cir. : 1£?5) : (%Z»i(ic)^ej reyieM de 
novo- the: district: cour«t ? s,jcqnstructibn7pf t the; 
claims. Id. The; claims as. - construed f by ; the 
court a^eithenappUe^ 
If ithere remain any disputed: factual issues 
concerning whether.' the claims* as cons trued; 
are i n Cringed. by the .accusedideyicjeV literally 
or .in laccorda nee wi th the^doctr ine. of] t eq ui v- 
alents, summa ry j udgment; is not appropriate 
u n less the : mova n t m list prevail even;pn ; :thej 
nonimpyant'sjyere 

derson v. Liberty Lobby, Inc., All' UiSi- 242, 
255 ; (i986)..^^-b>H;^^ V<:]:\^W 

;/The '493 gatentr entitled "Hot Gas Mea^ 
surihg^bb^"^ 
prov&i^ 

su(S ,ir B^ber^ inf^ing^ent^bC 
claim v 9 of th^'4^ 

that the ; accus.ed Barber-jCblrh devjeesjmet, 
every ^imffatiorrin^clmm 
clause ; b: It -;alsb^was>; undisputed Uh ; a^ 
limitation in -clause b \yas nbf met ji%aliy4n 
the accused' devices? Thus,- tHe^^ie^iSSSue"' 
before the district r court; -was whether the 
accused devices: meH^ 
b i of claim \ } 9^ under^ ri the; doctnne } £}6f 
equivalents:.- r7:^;v.v:^u>"M '.^iUvfVc/ 
riGlauseribdof ^claim'[9;:i recites; that:r"the/ 
second; electrode 'defines ^apfriisto^onicaU iri^l 
teriofsufface'itermin 
adapted tofguide theletectrplyte 
br&nihgun Vsaid & 10* lines) 



4M4.: In;jconstruin&i clause; biothe^district 
* court stated: - ^^/^i) iXsay-- 

i; [Gjiaim 9 ^fre^uifes^an^^^ 
a tapered surface, to guide, an electrolytes 
Neither the frusto^onicarhprlthej^idihg 
.1 imitations of claim 9 t can be;read as mean- 
ingless: The claim .specifically; calls for,. a 
. frusto-conical i nteripr surface terminating 
i n , a^grboyed - flat, adapted to , guide -the 
eiectroiyte." The specification in the pat- 
ent alsa supports this ; court's construction 
..of claim 9:;The specification refers t^ an 
V electrolyte which . . . 
, . Eacff ref ererice.to the f rusto-cpnic^l aspect 
oftthe probe in .tHe J s^eificatibn retains/ to 
the structure of -the probe and not the 
. operation of -the prp^^:^;, r> = . V 
In short* 'the^istrict ^'uft v agreed with Bar- 
ber-Cplrna h; f hat , the ^rm^adapted to g uide 
the 7eiectro.lyt^ . ,th£ ; , tapered 

shape of the second electrode guides or; posi- 
tions the .electrolyte as it is inserted intprthe 
electrode during the assembly of the probe. 
; iiBlurnen thai Argues lliapthelspecifi^tipn^ 
descri ption. of ' the^ "guide * trie < eiectroiyte" 
function^pf,^^ 
soieiy^tOft^ 

gui^- the. efe Ivenii-, 

latip^n ; ot/]t$e^^ 

gase^urji^^s^ 

tenjiv tKe^^Sihg . ' f unctionrpf ; : the, [SecpnS! 
eiecirode^( witlj ' its/ tapered ^d^) v ;reie^^tp. 
"maintain|in^ 

trol y te and^the* , eiectrpde, in Jhe. vent ilation 
path 3uring^era& 
. |1] ;.We hpldithat t^^^ 
ly ;^nstru^^ 
gpjs :, tne^nd 

^waol^em fily pf t^^rp^ra tjK tj^n^ its; 
pgerati^ Referring 

tifie* myemic^eflected,m th^i"$um> 
mary of the Inveritibri" SeHion: of . the specifi^ 
cation states that; the second electrode Has 
^>prbjecting^cprivef gingZwalls which guide- the; 
flat end of ^a tubular electrolyteitp ^ positively 
rwsitipn the^electrolyte.bver a central aper- 
tureyiqi^^flat^pqrtiom 

Refer ri ng tojt he sa me embodiment/ the. • * De- 
scription .bflthe- 1 iwen t ion", section sta tes that 
"Jt] he^pu^^iar^ter ^f tlie'eiectrbly^tube 
^is 'sligHtjy^less t:^ri .tHe f dM of 'the"' 
grob^^flat^surface '^A ib^s^o E WcentTaliy J 
guid^b^th^taj^^ 
51^3^Keierrin|;te 

desenptibh statbs:^ flat'end iof : the 7 

electro!^ 

against the flat area . . . by the taper in the 
anode converging walls." Gol.' 8, lines 34r37. . 
This sentence; indica that. the ;functibn of 
the tapered^^ the second eIectTode\is tpi 
f^ciiit^e^e 'act pf^ 

tube into contact with the second: electrode} 
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("guided into 
area v ). We do r 
referring to facil 
electrolyte tube 
the probe, as Bli 

Figures 3 and 
drawings — w 
heavily against i 
"guide the eh 
menthal. Each 
between the tap' 
trode (21) and 
existence of the 
ings, indicates t 
not play a role 
contact during \ 
ings do reveal, tl 
could serve the 
trolyte tube "in 
area" during as: 
lines 35-36. . 

Further, the s 
BlumenthaKs si 
obtain ventilatic 
furnace gases di 
is served by th< 
second electfodt 
refers general!) 
"through the < 
plate." Col. 4, li 
reference to figu 
cation states th 
changed, for exa 
ing 27 and holes 
electrolyte end 3 
between the cyli 
surface of electr 
3-8. 

Finally, in coi 
Barber-Colman' 
ment, Blumenth 
spect to the foil' 
Colman in supp 
patented probe, 
the end of the e 
off center, guide 
center of the she 
inserted into th< 
tion." This is pi 
function that the 
tapered walls of 
provide. 

For the forcg 
that the distric 
clause b of clair 
rather than opt 
question then.bi 
that constructic 
the existence of 
fact so as to deft 
for summary ju< 
not. 
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: clause^ btsthp 5 ; district 

liresi.an'electrpde with 
o guide an electrolyte; 
conical nor; the guiding 
9 can be read as niean- 
specifically . calls for a 
ipc surface terminating 
adapted v tp.lguide>the 
pecjfication in the pat- 
iis 1 court; s construction 
ecifipat ion . refers ;to an 
: guldcb^biy.a, taper. ... 
he frustb-cori ical aspect 
verification pertains'to 
he-jircbe and not ,the 

courf agreed with; Bar- 
irm^"a^apt(p^l to guide 
aiisqithat,. .the ,\ tapered 
lectrbde guides prj posi- 
ts it as inserted intpi the 
issembly of the M probe, 
that thejspecificatrdn's 
guiflbithe- electrolyte" 
d ^iectrodei is directed 
.^rpd^aite to 
*apr3^ t^o^tai 

hus ? 7 J^ 

ui^ionu of | secpri^ 

rb^e" in ;'thervehtilatibh 

ie Bisjnc^^tot^iif^;, 
: The,'spep^^ 
lafcja^ 
Le&ojbfera 

-tafanxeniboaiment r of 5 
^iril^pitli^^um^ 
^se^iori^pkt^^ 
;/secoiid "electrc^e^riis 
g'walls which guide the 
jlectroly teltp. ppsitivel y 
te oyer accent ral aper- 

f %tri^p9j ift^t^thev " E)e- 
iioh>^secti6n f states»that 
P^e^Wlytffub^ 
|njtlffi^itfnteter ¥ftef 
i^ { So ; as^ 

i'6 tfier ernbodi'ment ; ' t he : 

is' guided; 1 into^ position r 
: v ; by the taper in the 
ls; r Gol: ^, lines 3^37. 
es that the .function of 
lese^^ 

pu&ngAtlle^ electrolyte • 
h trie .second electrode: 
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("guided^ into cpositiom ; against the flat 
area"). We do- riot - read' these statements as 
referring to facilitating :the act of holding the 
electrolyte dube in iplace during operation of 
the probe, as Blurncnthal ; does. ; ■ c • •• 
Figures 3 arid 4a. 1 on sheet . 1 of the patent 
drawings —' .which . is attached — weigh 
heavily against the construction of the term 
"guide the electrolyte" . urged by Blu- 
menthal. -Each^ figures shows a gap 
between the tapered? wall] of^the second elec- 
trode ; ; (21)::and the; electrolyte; (28) . The 
existence; of Ithelgapv as. shown in the draw- 
ings^ indicates that the :tapered walls could 
hoti'piayi a -role in maintaining electrolyte, 
contact ; during : probe; operations The draw- 
ings do reveal; though, how the tapered walls 
could serve the . purpose of guiding, the -elect 
trolyt^e, tube "ihto iposition ; against the- flat 
area" during assembly of : the probe. Cob 
lines^35-36: V-:; ^ : < . T ;.. ■ .bv;) \ ■ ':. 1 
; >Furthery the specification does not support 
Blumenthars/ s suggestion that the need' to 
obtain 5 ventilation ^f the zone- of. contact by 
furnace.gases during ; operation of the probe 
is* served •> by i they tapered, side walls of .the 
second "electrode^ Rather, the specification 
refers 'general ty to; gas being exchanged 
"through the openings in j the . electrode 
plate." Col. 4, lines 21-22. In addition, with 
reference to figures 3; 3a v and 4a, the specifi- 
cation states that '"gas can flow' or is ex- 
changed, for example v thrpugh or from open- 
ing 27 arid holes 41, along the grooves 39,and 
electrolyte end 33, thrpugh the annular space 
between t he cy 1 i hdrical, surface 25 a nd outer 
surface of electrolyte tube 28,- Col. 8,liries 

3-8. . ... V-.. .. .. i. ' ' 

^ Final jy,;;in-^ with its response tp 

Barbei^CdMiri for sumniary; judg T 

merit, Blume^thaUstat^ 
spect to' the following statement by Barber- 
Colman in support of the motion: "in the 
patented probe, a tapered guideway engages 
the end b^y^^^ctvQ^ic a n ,d , * f that end . i s 
pff^nltei^uj^ 

c^tef^tft^^ el^r^ti^ti^is' 
inse^tcH^i tp; Itgseated/p^i- 

tlbn. V. This|i^^ecisely the^kii^;^guiding 
fuj^tipnjtji^t^he district court concluded the 
ta^^?wal]sip$the^ second electrode wuld 

F6r"She f^ reasons, we; conclude 

t^t^trfe : <1 istrl^ jcou rt properly construed 
cSuse-b ot "claim 9 as relating to assembly, 
rather thari: ^operation, of the . probe. The 
question ytfo whether, in light^of 

that icbnstrfc 

the existence .of at genuine issue of (material 
fact so as to defeat Barber-ColmaVs7mptioh 
for summary judgment. We hold that it did 
not. " ' 



C. 



the district- court granted [Ba rberrCol- 
man's -motion for summary , judgment ' be : 
ca use • i t f ou nd t he decla rat ion of A ndreas Ti 
Melville — the orily evidentiary item offered 
by Blumenthal in response to the motion ^ 
to,be "conc^us6^y• , as to the frustOrcohic^l 
and; ; guiding ' limitations of the -daim: The 
court determined that the declaration did^npt 
contain facts -"showing that the accused 
probes' have : a taper r whicli guides J the^lect fp 1 
lyte"; and that it failed ' to state "how. ^th'c 
accused jprdbes^have : a guiding :furictiprii" 
The court- eoriciuded: "By; riot .stating that 
the . accused probes 1 icontairi ^a , taper which 
guides the . electrplyte, T pla i rit ifTs have failed 
to show nbiv the specific liriiitationsf d'e^ 
scribed in claim 9 • as properly c^ 
be found on the accused probes^ , ; ' r '- 

■ [2] , throughthe 5 declar^^ 
Lincoln -and; ; Stella Bielefeldt, ; both suV 
mitted 1 in support of its niotionVfpr.sumrna^ 
judgment, ! ; ! BarbeKCblmani^c .forward 
withieyidence tending to show thatthe struts 
turc;;bf the accused probes, is tubular \a rid 
does .hpi^hteia.al^^re^ surface and f that;, 
ac^rdingly^the ."accused probes, dp not ing 
fringe, claim 9; , Referring ,to n the Bar^ 
Colman ^deyices;;^^^^ 

states: "The ; electroly tfc assembly, ;is a long 
thin tube- Iwhiclv .must be inserted . into the 
sheath. The sheath is i hollow tube of about 
tjie same length andllarger .diameter, closed, 
at one end by anxn^^p^TKexiid cap has ; a 
central : socket . into "which ; the, end^of,^tfi^ 
electrolyte/^ 

cording to. Ms.: Bielefeldt,/^ 

gu^^ay^fBaf^eS^ 

will :prpperly!^^ ele^rplyjte, 

assembly in the- central socket" TheXincpln , 

affidavit states: 1 "Th^re is ri6;;stqic(ure^jn; 

[eitii&r^pf the twp acci^eyp^ 

guide tjie ^ -^ectrblyjte pellet' to,;the 5 wnte^.qf ( 

the -sheath. '. J. / Th^eis ta the \yalls, 

lyte pellet into thie^^ i 

^Faccd with this showingy it was incurribent 
upon . Blumenthal to establish the: existerice 
af ^ a genuine issue ; of- material fact with 
respect to whether ! the "guide the', electro^* 
lyte" limitation of > clause b is 'found in the 
accused probes. ; To do this, Blumenthal 1 had * 
to *' point to an evidentiary ;Corillict % 1 in . the : 
record; mere denials or 'cdricto 
ments [would be]^ insuh%ient"^5'Jf?/;^if^:V^ 
Matsushita Elec.: Corp., ; 775 F,2d ^1 1 07; \ 
X\ i;6, ; 227^USPQ577,-582(F6d. ; Gir. 1985) = 
(citing /i^arwa^ Barmer 'Maschinehfabrik 
AG vi Sfuraia -Mach: ^, 731 F.2d ^31 • 5 
836, 221 USPQ 56 1 , 564 (Fed. Cir. 1 984)). 
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Blumenthal, by submitting only the Melville 
declaration, failed to carry that burden. 
/ Significantly, - the Melville, ^deciaratibn 
does; not address the statements in. the Bieler 
feldt . declaration and ; the Lincoln; affidavit 
quoted above concern i n g the, st r uc tiire ^and 
assembly ; of- the ^Barber : G6lman t1 prob^ 
Ra ther r the Melville declaration states .that 
the function of the, "frusfojcwnicai, anterior 
surface" referenced in clause ; b of claim, 9; is 
to keep the electrolyte in contact with the 
electrode, to maintain; electrical .contact so 
that tl^prpbexohtinues tolunctionj^atisfacr 
tdiily: during operation ?\ The Nlelville; decla- 
ration further states 1 that this same, function 
is 'performed in the same way to achieve the 
same^ result imtte 

thesurfaces marked "C" in [deposition exhibj 
i t 1 1 0. I?or ?: the* reasons ; sta ted ; above,> ; we 
conclude that Mr. /Melvijle incorrectly, com 
strues clause b when, he. says that the func- 
tion -of the tapered 's ide wal Is; !pf: the second 
electroae in claim 9is to hold the-electroly te 
in place - during . probe;, operatibh. He also 
mwrrectly, equates Uhose. tapered side7 v walls 
with' "surfaces. C" of the accused : pi*pbesj J; 

What Mr: Melville references as * 'surfaces 
G" ih the accused probes are}th^ innei: walls 
of -the. "central socket;' of -".the ^*ena : cap-' 
described; . i n\ the : Bielef eldt decla ra tion . 
Those "surfaces *C" are' not; tHe^ide.Jvalls^bf 
the cyliridrical-sheath mto -which th^.e 
lyte assembly in the' accused r p^6bes js m 
ed. 'It ! is the- side' walls bB ; the, : ^ 
sheath oTthe accused 1 probes, however ^ not" 
,the4nner walls;6f the ce^ 
o&espond : t^ 
surface- de^ 

function of the inner- -walls" of the central 
socket is"riot; : t6-guide;the electrolyte^^uring 
placemehtiwhich . is' the '• ; function ^of;tKe' ta- 
pered - side walls of ; the" 'second elecltrode in 
claihi . 9: ; Rather, .the^rmer ^lls'^^^n-; 
txa£so£lfet Un^KS ^cc u sefl,* He 
elegt^ytf^ 

.trpl^ 

the open £^;pi1the;sK^ 

.thej-eiecUolyte, m^t dhenij^jsea 

socket;; T^irrahj^^ 
. so-l needrtweezers. tOigrasputhe^ 
. eiectr^^lassbmbly and;jto;;mahualiyap6si- : 
. tion it;ihiheTcentraL 

aeclaratipniandU 

cate ithat --BarJbeyTGolihah's' probes .^dof hot; 
.contain tapered 'side wallsr that guide - the. 
electrplyte : into; place- during,;assembly,7arid( 
that; the > electrolytel in the : Barbcr-Colmanl 
probes must jbelseated i n , the central • socket 
with tweezers. tri(siim- the; Melyille^declara^ 
: 'tipn •? (i)i failsf tb/ counter ^Bar.bertGolrnah's-, 
evidence w^ the>tr^cture; and*: 



assembly of ahe accuseds probes^ (ii)vmisconr 
strues the pertinent limitation of the clainvat 
issue (" f rusto-con ical in teribr ' surface") , and 
(ii i) ; then . applies f tha t , ili mita tion;: to ; a $ nohr. 
corresponding ^structure inK the accused 
probes (the central -socket) . Thus, the 'decla- 
ration fails ; - to . ; respond to- the showing; made 
by Bar ber-Colman ?in\\supporX ofi: its -motion 
for summary judgment:: c : • > .-r; • >;•:••.*• 
r. For the foregoing reasons- Blumenthal has 
failed to establish the existence of a genuine 
issue of. material fo^ 

the accused probes ^meet^the^vlimitation^ of 
clause^b .of claim * 9^^^ 
equivalents .'In orderi tbprevail on its claimbf 
infringement under: theKdbctnnVbfi^uivr 
alents, ^ Blumenthal had* to- prove 1 that ;the 
accused i probes /contain everyr limi ta t ion ^ in 
claim:9i Corning Glass Works" M Sumitomo 
'El&M&AsIncU 868,F>2d^l251v9 USPQ2d 
1962, 1967 (Fed. Cir. 1989). Barber-Gblmari 
demonstrated^ in^ ?its motion :fbri summary 
judgment'that Blumenthalrcduld npt dpfthati 
Accordingly,- we affirm the ! order of the ^ d is- 
trict ^cburt ; granting ^summary ^judgment in 
f avo r of Ba r ber-Golman. We a 1 so a ffi rm; the 
district court's denial »of Barber^Golman's 
. motibn- for sa nctions and^ attorney rfees> as 
within :its discretion r ' -^v^ ^.y ^vo^^tf 

U.S;.'PatentV"Ma y \i'.im. ..-' V.Shic: i 'of \ ,'■ 4"388!493; 





38 USPQ2d 



ft. 

a?- 

7';-/ 

V&- 



Ii' 



i 



1 >i.-:.^ 



Newman, J., dis; 

I respectfully di 
cess of appellate r 
facts found de nov 

The majority co 
do not encompass 
Barber-Colman's c 
lowing Markman 
Inc;, 52 F.3d 967, 
Cir. 1995) {en bt 
disputed technical 
gation is a proper 
appellate court, H< 
a question of faci 
sufficient evidence 
have found equiv: 
trodes, whether th 
cylindrical or tape 
have been decidet 
whether by the 
reading of the "all 
panel majority's in 
nary, reading of th 
claimed structure < 
manufacturing ass 
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BlumenthaPs '4 
Gas Measuring Pr< 
an improved oxyge 
ented probe has <* 
designed to provide 
the point of contat 
and the outer elec 
sures that the atm 
the probe is represt 
in the furnace, am 
other reaction pfoc 
be deposited at the 
tact; such deposits 
are obtained using 
probe provides mo 
were available froi 

The specificatio 
plains that the du; 
the tip of the el< 
adequate contact 
mutually antagon 
oyer a substantial 
good connection bt 
whereas a point cc 
but has a high co 
result in interrupt 
in the harsh eriviroi 
'493 Patent descrii 
of electrode that t 
tion against increa; 




38USRQ2d 



robes, (ii) niisconr 
tion of the claim at 
rior:surface")» and 
nitation :tq;a nonr 
r ini. the' -accused 
). Thus, theidecla- 
the showing* made 
jport oMts motion 

ris- Bluirierithal has 
itence of a genuine 
Vrespectjto ^whether 
tHne^ limitation^ of 
terthe- ^doctrinekof 
evail on its claim of 
doctrine; of ^ equiv- 
to 'prove that - the 
eyery^Hmitation^ in 
Vorksvl Sumitomo. 
^1251;v9USPQ2d 
;9).-Barber-Cblmari 
jtion ^for-fsurrimary 
al /could not do:that ; 
he order . of the .dis- 
lihary judgment in 
Weialsp affirm: the 
)f Barber-Colman's 
id' attorney ifees.^ as 
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ISeWman; dissenting. V 

. •I irespectfuliy dissent, as to,both .the;.pro- 
cess-of appellate-review andi the. technologic 
factsjfpund >de ; noyo ,by ; ; the #anel imajor ity - ; : 
V'The majority construes; ^herClaims so they 
do : n6uenc«mpass the accused: equivalent of 
Birber-Golman's oxygen sensor; prpbes,^ 
lowing' Markman v. Westview,. Instruments,. 
Inc.* 5 2 rF.3d 967- 3,4 : USPQM: 132 1 (Fed,, 
Ginr,J 9i95):y(ert ]banc)i ; : the ^nstrucuon ^ 
disputed technijcalltermsin infringement jiti-; 
gatibn- is;aVproper de >iovo. iactivity iof r this 
appellateicpurt. However,: equivalency is; still 
ar questionl iof ' fact/ . In, th is? case. ,there /iwas; 
sufficient * evidence^ whereby , £he ; j uryf could; 
have found; equiyaienefe,betweenV the-elec? 
trodes ^whether] tiie* electrode, surf aces^were 
cylindrical pr^tapered. : The issue should -nptt 
have- b^riudecidedvpn summary Judgment* 
whether by the : district^ cpurt^incpfrect, 
reading of the "all dements rule," or by the 
panel majority's, incorrect, indeed extraordi- 
nary, reading' of the claims to refer not to the 
claimed structure of the electrode, but to;the 
.maiiulfaWunny assembly' of ;the electrode^ 



filumehthal's ,:493/ Patent, '^ 
GasMeasuring^ 

an im p+bv^bx^&i sensing probcl The pat- 
ented probe has £ novel' 'structure that is 
designed to- provide' ven tila tibn at a nd around 
the J pbirifebfi contact -between' trie eiect'rdlyte* 
ahdHh^ buWejebttqde: 1 ^ 
sures*tiat<the : ^ in the vicinity; of 

the^prPbe j istepreisentativ^ 

irPthe futaaW'^ 
;cHner^reactibn^ product 

■ 1^- ti* *J*-*rAr*.:lI : A.^lLv.*i^Ali'?*-^ latent r.rftlt* '^VYn_*; 




a^bl3tMe&^i^^ 

iprbVe^ i accurkfe reaUings^thah' 

iwcre 1 ^ probes: n >^^r^V? : ' ; 

^h^s^clfiea^ 
plaihs^MMne^uM : purpbs 
:thej&ip>pf^^ 

adequate? contact ,->vith ; the / electrolyte r are 
mutually;:, antagonistic. Electrical^-cqntact 
oyer'; a< substantial s^ 

igobd^conneQtion; butiis; :diffieult\to^entilatei; 
;wher£asia:pbint3c»^^ 

;bjutphasiiaShigh- ; cbntacU resistance . and> canj 
res,ul.trihyinterrupted;.electribal 
in/the-harshpenyironme^ of the f urnaceV The 
'4S[35fiateh^pjcscribes^ severaWcohfiguratipns 
of: electrode; that, balance : improyed£yentila-i 
ition :against lincreased contact resista nee . : v. si 



The; infringement issues in this case ibegih- 
with-constructibn, as. a matter; of; Jaw; of; 
claim. t 9 ;pf the, ^493 Patent, directed; ^;an ; 
oxygen sensing- probe ;qfrspecifieU^ 
whereby ventilation\is .achieyedipf jthe : point. 
of. contact of .the second; electrode and the 
elect rolyte:K i-.v-.W^V;-" ; \6^?.*r± 
9.: In an; oxygen, sensor fpn measuring the; 

- piroperties of a gasln^ 

•^a solid eiectrblyte/rriea^ $ith an- In toior . 

;-Jsnrfecefand : ;an \exteripn ^rfa^;Va;;first' 

1 ! eiectro^erin^con^ interior jsur^, 

. . faice pf -tlie electrlpl^te; a second; ele<^odef 

IhaVing a'surfa^ 
or", surface} of^ the;! elect rplyte; ; ; c6^uct(jr: 

^means'for^c^du^ a ^lt^'genetate^ 

^Jb;etween;th^^st^nd 

^'cbrre^ppndence^ 

^sheath: means.liayi^ 

^wail Vurr6undih^\th 

;;;.trpiyte:tor;^p^ 

;^lectrpl y te3^ \% f^nace»:the £ imj. 
' p^bverhehf Vfielrein:^ ';,-, u 

; ; - £a.' theetecM tube 
^naving^flat'ehd^btf tne'exteriq^suriace; 
J and - adapted ,tp contact the; second, 
\'electroderV, ;X ',\ v> ^\ W uf- 
' fb^the- secondiciect^ 
\ vconicaf UnteribnSurrace .^rminating f in r ;a, 
"* grooved^flat Adapted, to] guidfe 'the electror 
; ;l^e and a^n^ralo^ 
""flat;: and,/' ^^>^' ■ T-y-r[/ ^r- .^-A 
, : .c, the second electrc^e-defiryn'g a pjural- 
■< iiy'pf ^o^vesHn tKe iiiside;face thereof and 
•;^tehmng'i ; Tidiall^ 

■opening^ -*'V '\\- 'T^X+t ' v,rS,r t;^U. 

( sb' that the .gas 5 may be exchanged with 
- - tHe^ihterJor^QfinheksheathH^bv^ i flow to, 
>. through o ornfro^ 

*; through' the ^grooVes; aridVpast the etectro- 
; lyte ; to the* interior of . the Sheath means 
- 1 thereby ■veritilatin]g^ 
^^between ^ the : electrolyte ? /and; Ksecond 

electrode. - f V*T £?&^-^j>^f Uft ''i?... 
Tte'tw^pdisput^^r^ aripear^ih" claim 
cliuse^bSt^ 

faie^^f thejseconcf electrbiiei a'hd the phrase 
"a"dipted?Jta f gdideahe^elebtroly^i , ' ) Barber- 
Colman : conceded, •fpr > the- ^ purposes^bf; its 
summary judgment mo^ 
claim terms read on its accused prbbes> " 

Barber-Colmah's second electrode-surfabe 
was cylindrical; instead : of , r frusto-bbnical: 
That is, in Barber-Colman's electrode -the 
sides! were i nbtitapered. Barber-Golman aar-: 
gues joh itliis; appeal that the.iphrase :!'adaptedj 
toiguide- theielectrblyte'lrefers to the manu T ; 
facturing issembly.pf.Jthe probe/ andi nQtito; 
guidance ^ 

majority-has; adopted this curious: position^ ; 
although^ manufacturing assembly hasr nothr • 
ing at all to do with the inventioni that is? 
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describey^irivth'e specification a hd f defirietf in 
the claims^Tfrere 1 is no mention of ! manufac- 
turing assembly iri tHe ' prosecution ihi^tory or 1 
the/prior ak: In sel^ 

tecfihoibg^ of the claims, tHema^' 

jority: has'gone outside: of the resources that> 
the cou rt esta bl ished i n Markman for" 1 a ppelr 
late claim interpretatidn* as a jmatter of law. 
■^(though - ^rlcmari Hiii Jnot/ hbjdtHait he 
fac^aH^ ife-' 
ni ;oved; f rom ' the j ury ? t he ' partW have?^cen 
denied^ Jtifiil :qf the disputedRf^cts^ of; equiya- 
len^^;_ t fiis rt find ing ne w: *f abt^tSased^pn a 
det^itionj inquiry^ into an issjie that istireier 
y^^^a ffie, plaimed^ 
ftus^onical sha^ 
fapiptates;a& 
nqtxlatiM^ 

electrolyte in order to^maintaiii ^ ventllationlat 
the^zc^of f con tact \ d uri rig : user that /is the 
cl^im^invend 

term isdecidedM novo ^appeal; ;in:Hght of" 
the "claims,/ the specificati6ri;.and4he^;pr6sT 
eciit ion \ his16^/.Mir£m^3^ • at 979; 
3^SPQM 5 ^t; i329^0^^^claims^the 
specification; and the prosecution; history 
makes [tip mention of guidance ^ dunn^asserriT 
^jy 'of thCprobe;' No pnqr;art reference is 
djrj^ted:t£ t^ ; ^ 

in|^:rj^ecutiqri^ Vemotely Sug- 

gests that the;ihveriti6ff relates to the manu- 
facturing .process / * ~ / • / ■ " i " ' t/: * ' - . 

^^ w^ "guide" ^ 

tiqri, ..describes the. structure ".. that • provides 
ventilation. For example, at' (CpL^, J jnes;35- 

^';;;In>a modified embodiment;- the anode; is 
•^isc^sharjedv with projecting, converging 
-owalls;, which guide; the. flat ^nd r bf|tubular ^ 
Electrolyte i to positively? posit ion, theielec- 

Kitrolyte>over>:a centrah 
J>;jxfrtft^^^ 

^the end^qf ^thelelectr^ 
^4s^ntrairhql^ passing ith : £ret^ 
^^ra^radi^g^yesiih^Ke^ inside] faceiqf? 
j&lie^eridj Avaifc Addi tioiia Indies W^/ilsb^be^ 
Mfoiped "through:ihe%rb^ 

through e;the ;holes and grooyes^flqwi;:Be^ 
\tween the /correspond ihg portions, pf thc^ 

electrolyte and;electrode^ 
:kmay; be/used- in corijunctiqn with a 
: of /the /same materiabor with [a /ceramid 
r;}sheatKi;;;r^ '^h^6^0' : )^i^ ■ 
This /^^^ 

prqbe':*and -hdw^itjr works, i hot H fea'ssembl^ 
dunng^man^ 

statesfUhat; Bjumenthal . cohcededi that^the/ 
frusta^m 




The panel majority' states/ that ^the draw- 
ings of the f 493 Patent show a gap between 
the/ sides ^of the electrolyte and ^ the* inne^ 
sgrface of the; electrode; a ndcohel tides > that 
since tKe lelebtrbde^ surface 
lyte =are grotj tduchihg^ach other, the^ejec- ■ 
trbde^nW electrolyte duringise^ 

of the probe i-^ the 1 majority:; mis-, 

re^ds^ t he v pi a i m; ■ which states: the* : "frusto-> 
obni'ca 1 ""-in teriorv-^surface termiriatfhg r in a 1 
grooved flat adapted Wguide the electro^ 
lyte.' 1 ; Bbth n the tapered / surface of : ; the* 
cla i med electrode a nd the cylihd f ica 1 surface 
of : the / accused < electrode l 'ter mi ria te"i • i n i a- 
grooved flat v "adapted: to guide the electro^ 
lyte'/" It;is uriarn biguous tha t the claim^- as 
well^as; the specification • 'the prior art, and 
the pjrqseeutipn : history refers to the struc- 
ture )df the probe; The patentee was ^incbr- 
rectly subjected to^e /idvoappeliatedecisioril 
on inapplicable findings/' • ■ - ■ b;/7;^w 

: /rThe^istrict wurt,decided : the "case on an. 
application ^pf, the ."all ■elements: ^ule'yiof 
PennwflU Corp. v. . Durand-Wayland, Inc., 
833;.F;2d 931, 4 USPQ2d 1737 (Fed. Cir. 
1987) (en banc), cert, denied ^, 485 U.S. 961 
(1988), the court holding that since the "ele- 
ment" of the frusto-cpnical electrode surface 
was. not/pr : esent,;the,all elements rule was 
vipiated/Tlius. the district court; held/that a. 
finding qf infringement under the doctVihe of 
equi^lentsXvas precluded:^-' - . ? ■ l : T 

/*-;^.: .1; ; ^^:;r^ z ■ -■ <i^. * ,'\'\_\ 

^A. cJairn^lemqn^ 

qr .element off the device^ as set, fbrthr in": the! 
claim. . See (( Pennwglii333 i: F.2d . at 939yv4> 
yS|p^^a>^ 1743; A^^position';;, Juldicatihg -I 
nMns^i vis^a/ ;'c|aim * ;element): . Blumenthal 
points; out that shape isTnqt i 

ajmissjng } clajm : e asr e^n tempTated) by> 
^^^j^^^ut\sjmpiy,ai^ ^ape^^sS^e-J 
scr^ed^fc^a^ 
v^ : the^e^nb/el^ 

tjS^^lkgf^tfie^ (elem^fe^r^pre^en t>in ' 
theja^u^eldjpipj^s, ^ni 
enccfis : ;;the shapb the>se<^dlelectroa^. 
^umqnthal has correctly ;St|ted; -the; la^- J: i . . 

^Whetfi^r t^iecylmdricaba 
shaped/are je^Uivalent^ 
ThisTquestipri-w 

r^olfitibn^pinst^the :non L movarit^f6r Blu- 
menthal prbyideds sufficient evidence where-? 
by^fer ea^otJabie j ury could: findiequivalency^ 
between^ the" if&rm^ of the^laimed^and' thei 
accused :i?iectrpdes; ^ A cha nge i n form / is a 
classiqa l;);siibj ect Pf i theTdc>ctrihe^f^equM: 
ai^xiti^^ee;^g^vWindns^ ; v^Dehmead, 156 1 
U:S:'(i5/How0r330^342i(.L854):(* < [Itri a-- 
familiar/rule^ that,^to copy, the; iprinciplei br.; 
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mode of operation desci 
ment, although such co 
unlike the original in for 
The facts of equiva 
Thus I must dissent f 
resolution of this case. 



U.S. Distric 
Eastern District < 

Artmatic USA Cosmetic 

No. CV-94 
Decided Decern! 

JUDICIAL PRA< 
PROCEDURE 
1.. Procedure — Dismiss! 
(§410.32) 
Patent: infringement p 
set aside default judgmei 
terclaim for declaration < 
is denied, even though d 
tied with plaintiffs do n 
since plaintiffs have not j 
cuse for default and have 
that default was not wil 
prejudice to defendants 
plaintiffs' presumed will: 
plaintiffs have not demoi 
had meritorious defense 
claims, or that their inter 
default judgment outwei^ 
in finality and compliar 
procedure. 

2. Procedure — Prior ad 
judicata; collateral esi 

"Foreseeability" except 
against permitting collate- 
on default judgments, und( 
bound by default judgmen 
reasonably should have fc 
ties having stake in outo 
matter, does not apply to 
entered for defendants on t 
for declaratory judgment 
ity, since limited circum; 
foreseeability exception ha: 
dissimilar from those of \ 
since separate doctrine ha 
on question of when judf 
invalidity may preclude 1 
issue in subsequent proceec 

3t. Procedure — Prior adji 
judicata; collateral est< 
Default judgment of pat 
tamed by two infringement 
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majority, stat^'that^theivdrafw-- 
93 Patent show' a gap between 
the 'electrolyte (arid : the^ inner 
j/cl&'trodfe;' and' concludes- that 
:trbde"suffacie ^ and^the»6lectro- 
tbUchmgteach other, the^elec; ■ 
guide'the electrolyte during' use ! 
& However;- the ■ majorlty^misr; 
timy .which states: t^^frusto-^ 
id£' v sunface iermihatrhg 1 in vtf 
adapted to : guide the ^lectro- 
'the •. tapered ^surface -of ^the; 
ripde and tfre Cy jmd rica 1 surface^ 
ied ir electrode * ter ^miriate^in V a^ 
'^adapted; to giiide the ^eleetrGM 
arhbiguous that the 'claihv^ as* 
peafication^th^^^ arid' 
5tf history* -fr refefs : to the str;iic-' 
'robe? - The j patfehteje 1 ^a^1mcbr-> 
ed to^homap^ 
ile ; findings^;." :>^" .'^^'^■^ 

t rourt .dbc^ 

>f y the "all efemeri ts- Tiile" * pf 
>rp. v. Durand^, Wayland, Inc., 
1; 4 USPQ2d 1737 (Fed. Cir. 
nc% cert : denied y 485 U.S. 961 ; 
DurrholBing that since the."ele- 
frusto^oriical electrode surface 
ent, r the .all elements r rj ul e , was 
is. the '^district ^urtV.lfeld tha 1 1 a 
ringement un^^jtK^ 
'a& prechided: e - V k' - 1 . ' ; ' * ^ 
emen^ 

^the/devicetas rse^ fbrthriih the ; 
^n^ft^^R^d^1§3?^ ( 4i 

;i :clairh » jdement);. ; ,-Blu menthali 
itvthe : frust^pnical shape is not [ 
irn. .element j^c^pj^mpiated) by a 
:i \ si jni^fy^^tlie -^h£( Re^thatji^ ^exj 
^laifr^emen t|t|iatgis^p r ; esent , j 
ifreleetrp^ 
Spf^jm^ 



las^jojrec^ 

i^cylindricaMnd^ 
iuivalent?is^ 

ivwas - not ; subj i^^?0jsumma"ry^ 
airist 4he ^nbrivmbva'nti^for^ B 1 ii- > 
Idedi sufficient evidence where^ 
bis -j uryiebuld^fihdr^ 
form of the ?:cl a i med i and ^ the> 
trbdesV; A> change siri^formvis^a 
ject bf : therdb^^ ;• 

^ )r 330, 342 (1 854)^ [ I Uis] a- 
that^ ; tp'Copy theiipri nciple; orr 
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mode of bperatibri 'described^ is an infringe- 
ment, although such copy should- be; totally 
urilike^tHe brigiriaLin form or proportions:"). 
# 'The facts h of >eq u i va lericy \ reqiii re'; trial: 
TKus' I must, dissent frbm - the "majbrity's 
resolution. of thi$ casef ^ r'^ hn^^y*. . ■■: 



' U,^,District F Gpurt 

East^n^lM^rict^of ftetv r York, 

Artmatic USA Cpsm^ Co. 

. , - a " V No: g v-94^79? : ; • - ; • • j • : ; - , 

^\ ^ Decided, Dece^^^ 1 995. , • " [ '?\. 
JUDICIAL = PRACTICE > VnD' 

I^O<JEDJURE V y •:. V;,;..: ^ X 

l ; itProcedure ; Dismissal; default judgment 
H§41 032) ' /'.^ .-.^v , \{, ; : 

' PateritiinfringementLplaintiffsl tnotionvtb 
set aside default judgment 'entered on. coun- 
terclaim ;foh: declaration of patenti invalidity.' 
is ^ ^eriied^even : ;thoUgH;defendantsvthat: seU 
tied with plaintiffs do not oppose niotioriH 
spc^plaintifl^ 

cuseifondefaujt arid have;th us -failed tolshowi 
that dpfault was .not' willful,- since;ilack ^ o^ 
prejudice , to T . defendants^ ^cannot', •overepmej, 
plairitiffs ,; -presumed^ Willfulness; ahd jsince? 
plaintiffs ; haye not tderiionstratedf that they., 
had \ nieri toripus ; def ensej agai ns t^counteW 
clairris,Lpr that their inteVest' in setting aside, 
default ^ijudgment outweighs .public interest 
iri^finality ;;anc}n cpnipliarice^ 
procedure^- ^ fen 4 .vv-.iv^jV^* ^u^'^'-v'* 

2; Procedure ^-J Prior Adjudication ^- Res 
judicata; collateral estoppel (§410.1503) 

-iiif Sr^^^ityJ? exceptibmtpjgeneral, rule 
a^ir^tjpermi^ 

r ^9MR5i t j ad Srn^n %t >to r ton 1 1 iti^Slxt : : 

reasonaM^ sh^buldf haye^foresee^^ 

,. ties' having stake ; in butco^ 
matter; does not apply to default judgment 
entered for defendants on their cpunterclairh 
for^QClaratory judgment^or^tenMrivalid-' 

. ityv jsince; limited ^circumstances HiiiU which: 
iojeseeability exception ^a$. been 'applied are; 

\ ^|sjmU^r:from. : tlib^^^^ case; arid" 1 

: s : j9^sepS^ Has been developed 

,^^He^n; u of when ; judgnients fii pf; pktent 
I^E!;^^"^ thai; 
ifsue in ^s.ubseq ^ A ^ ; 

^^u^ca^;;coI!a^aj^ 

; default judgment of patent invalidity • bb- : 
<tained:by two irifringement. defehdants does 



not preel ude plaintiffs from asserting patent 
against third ;Co-defendant, ; since denial, of; 
co-defendant's prior motion for default judg-? 
ment on its counterclaim for declaration of 
patent ' irivalidity,\combined with intrinsic 
presumption of patent validity, 1 weighs 
against^&pplication; of .collateral estoppel, 
arid since^it ; wpuld~ be inconsistent to ; pef mit.^ 
co<lefendant to benefit; from default j ( ud|-> 
mente secured byjother^ 
deniklof prior; d 

PteifcuJar f^fMits j — General £nd : me- j 
; j v jthknica|b^X * " ■ ■ 

/4;892il94, Garcia; dispiaylpackage : for.ia i 
cosmetic article, motion to set aside default 7 
|udgment of.: invalidity, ^denied; . summary 
judgment of riohinfringemerit and invalidity; 
denied^ p.. ; - t ^ . , jh^K-^ 

!^Re;^3yl91 (of : 4,469v226),^ 
pack^panelt for/ face r^wder compacts 
motion to set aside defaul t j udgmerit: of jihya- 
lidity denied; isummaryT judgmerit pfr nonin-; 
fringement: and invalidity denied: 



Action ^ Artmatic^ 

Arthur; ; Matney ^ ag^hst"; MaybellihevGb;,' 
Max factor Corp ^ Npxeil : Corp., arid others: 
for paten t i nf ri ngerrie nt , in Vhich^eKridan ts } 
cpu nterclaimV;Qn plai ntiffs' motion ffi;moilh 
fy4efaujt,judg^ against them'pn, 

coun^rclairir; bj^Iim 

paiertt.ihvalidity; anii on /noti'pn of :defe ; ndant 
May bel line, C,ol f fpr '< summary .judgment., 
j^sea^^ 

judgment 1 , ^btfefmb.tions' 1 denipdfi^ : ' l \ l^ : f\^ 

Robert D. Katz, of Cobber ^& : Durihani, Ne^^ 
,%rk,;N^ ' 

Gregory;, HausV^ ■ *. pt[ ' ^alte ; r^'^pns&rii? 
v'Arexander^&./G'ree^^^^^^ York/ for ileV' 
fendarit Maybelline.Co:r : ' ;' ;, \ v ^ 



Giasser, 'S'J'i 



tidhs 



This jnulri-deTend^htfa^ patenting ; 
'""^ment is before the Gpiift : on two mo-. 
; }{\) a rribtibri; by ; plai ntiffs' AKma tic \ 
US A Cosmetics and Arthur Matney ("Art- 
malic") to 5 modify ;the default^ju^gment en-- r 
tered' against th^ 

eliminating a deciaratiori of patent invalid^ 
ity; arid ^Jva motibh by-defendant MaybeK; 
line GoV ("Maybellirie' '): for surhmary judg- 
ment abased, on the cbllateral estoppel'reffe , 
ofvthe default Judgments secured: by Max: 
Factor and. Noxell. For the reasons belbw, 
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